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I.

INTRODUCTION

This Article surveys caselaw developments in the area of intellectual

property, including patents, copyrights, and trademarks, relevant to
Georgia during the 2008 calendar year.

Intellectual property law

comprises several discrete yet overlapping areas of law.

The four

primary areas of intellectual property law are patent law, trademark
law, copyright law, and trade secret law.' Because patent law and
copyright law are provided for in the United States Constitution,2 cases
in these areas are based in federal law and are litigated in federal
courts. Trademark law and trade secret law have both federal3 and

* Partner in the law firm of Smith, Gambrell & Russell, LLP, Atlanta, Georgia. Tufts
University (B.S.Ch.E., 1982); Emory University (J.D., 1987). Member, State Bar of
Georgia. Registered to practice before the United States Patent and Trademark Office.
** Associate in the law firm of Smith, Gambrell & Russell, LLP, Atlanta, Georgia.
University of Florida (B.A., 2002); Harvard Law School (J.D., 2005). Member, State Bar
of Georgia.
*** Associate in the law firm of Smith, Gambrell & Russell, LLP, Atlanta, Georgia.
Georgia Institute of Technology (B.S., 1996); Emory University (J.D., 2007). Member, State
Bar of Georgia. Registered to practice before the United States Patent and Trademark
Office.
1. Some secondary areas that will not be surveyed in this Article include trade dress
and know-how. Further, as most precedential decisions are under federal law, this Article
will not include cases from the state courts.
2. Article 1, Section 8, Clause 8 of the United States Constitution provides that "The
Congress shall have Power ...To promote the Progress of Science and useful Arts, by
securing for limited Times to Authors and Inventors the exclusive Right to their respective
Writings and Discoveries." U.S. CONST.art. I, § 8,cl. 8. "Authors" and "Writings" refer
to copyright, and "Inventors" and "Discoveries" refer to patent.
3. Article 1, Section 8, Clause 3 of the United States Constitution is the Commerce
Clause, which forms the constitutional basis for federal trademark and unfair competition
legislation and provides that "The Congress shall have power... To regulate Commerce
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state aspects, and the cases regarding these areas can be based on
federal or state law. However, the more interesting cases often are
litigated in the federal courts.
The Authors have not included all cases touching upon intellectual
property but instead have selected decisions that are of more significance
or interest or that may indicate a particular direction in the areas of
law. While the cited cases often have multiple issues, the Authors have
reported only on the more relevant or interesting intellectual property
issues.
II. PATENT
In one of the most important cases of the year, and indeed in many
years, the United States Court of Appeals for the Federal Circuit in In
re Bilski4 strongly limited the patentability of business methods and
software algorithms.' Business method patents and software patents
have often been considered as being on the far end of the patentability
continuum. So-called business method patents are patents directed to
various processes or algorithms for performing business tasks. In Bilski,
the Federal Circuit delivered strong precedent for whether and to what
extent business methods are patentable.' In so doing, the Federal
Circuit expressly overruled portions of its landmark 1998 decision in
State Street Bank & Trust Co. v. Signature Financial Group, Inc. 7 In

State Street, the Federal Circuit held that under § 101 of the Patent
Act

s

any process that creates "a useful, concrete and tangible result"

was eligible for patentability.9 The decision in Bilski overruled this
portion of State Street and announced a new test for patentability of
processes or methods, relying on United States Supreme Court
precedent."
Under the new Bilski machine-or-transformation test, a process must
meet one of two criteria to be patentable subject matter." A process
is statutory if it "is tied to a particular machine or apparatus." 2
Alternatively, a process is statutory if it "transforms a particular article

with foreign Nations, and among the several States." U.S. CONST. art. I, § 8, cl. 3.
4. 545 F.3d 943 (Fed. Cir. 2008), cert. granted, 77 U.S.L.W. 3442 (U.S. June 1, 2009)
(No. 08-964).
5. See id. at 976 (Newman, J., dissenting).
6. See id. at 958-66 (majority opinion).

7. Id. at 959-60 & n.19; 149 F.3d 1368 (Fed. Cir. 1998).
8. 35 U.S.C. § 101 (2006).
9. State Street, 149 F.3d at 1373.
10. See Bilski, 545 F.3d at 957-60 (citing Parker v. Flook, 437 U.S. 584, 590 (1978)).

11. See id. at 961-62.
12. Id. at 954.
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into a different state or thing," including processes that transform data
representative of a particular article into a different state or thing.' 3
The court in Bilski expressly left unanswered what type of "particular
machine" would be eligible under the machine prong of the test and
whether a general-purpose computer would qualify. 4
As for the
transformation prong of the test, the court left little doubt that many
business processes that merely transform data representative of abstract
concepts such as "financial risks" or "legal liabilities" are not patent
eligible under the second prong of the test."
In Bilski the Federal Circuit also attempted to clarify this more
esoteric category of patents.1" By holding that a process must be tied
to a machine or transform a particular article, the Federal Circuit
appears to have narrowed the subject matter for business method
patents. 7 It is inevitable that the Federal Circuit will decide additional cases on business method patents in the near future, which will help
further define the subject matter parameters for business method
patents.
The Supreme Court, in Quanta Computer, Inc. v. LG Electronics,
Inc.," held that the patent exhaustion doctrine applies to method
patents just as it does to other types of patents.' 9 The patent exhaustion doctrine states that an authorized sale of a patented item terminates all of the patentee's patent rights with respect to that particular
item. 20 At issue in Quanta were several method patents pertaining to
communication and processing functions between computer components.
LG Electronics (LGE) owned the patents-in-suit and licensed them to
Intel Corporation. Pursuant to the license agreement, Intel was
permitted to manufacture and sell computer components that were
designed to function according to LGE's patents.
LGE's license
agreement attempted to prohibit downstream purchasers of the Intel
components from practicing the LGE patents using non-Intel components. After purchasing some licensed components from Intel, Quanta
combined the licensed components with unlicensed (non-Intel) compo-

13. Id. at 954, 963-64.
14. Id. at 962.
15. Id. at 950.
16. See id. at 958-66.
17. See id. at 959-62.
18. 128 S. Ct. 2109 (2008).
19. Id. at 2113.
20. Id. at 2115. In short, once a person legitimately purchases a patented item, the
patent owner cannot sue the purchaser for patent infringement for using the patented item.

Id.
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nents. LGE sued, alleging that Quanta's computer systems infringed
LGE's patents during operation.2 1
The Supreme Court overruled the United States Court of Appeals for
the Ninth Circuit, holding that the patent exhaustion doctrine exhausted
LGE's patent rights once the authorized sale of components from Intel
to Quanta occurred.2 2 The Court reasoned that the authorized components sold to Quanta "substantially embodied" the methods of LGE's
patents because the components had no other purpose but to be used in
a manner described by the patents-in-suit. 2' The Court elaborated that
to hold otherwise would allow patentees to circumvent the patent
exhaustion doctrine merely by drafting method claims in addition to
apparatus claims. 2 The Court left open the possibility, however, that
patentees could control the downstream use of their products through
properly drafted contracts or licensing agreements rather than the
25
outright sales involved in this case.
In Net MoneyIn, Inc. v. Verisign, Inc.,26 the Federal Circuit clarified
what constitutes "anticipation" of an inventor's disclosure. 27 According
to § 102 of the Patent Act, 28 an inventor cannot obtain a patent if the

invention was described in a printed publication prior to the invention
by the applicant. 29 Thus, if a single document in the prior art discloses
all the inventive features of the applicant's application, the applicant is
not entitled to a patent.
In Net MoneyIn, the Federal Circuit ruled that a prior art document
is not anticipatory merely by describing all the inventive features of an
applicant's claim somewhere "within the four corners of the document."" Rather, the prior art document must describe the inventive
features "arranged or combined in the same way as in the [applicant's]
claim."' Thus, a prior art publication that describes all the features
of the applicant's claim, yet does not combine those features in a similar
way as does the applicant, cannot be regarded as anticipatory under
§ 102. This can be especially helpful to the patent drafter in responding
to United States Patent and Trademark Office (USPTO) actions on

21.
22.
23.
24.
25.
26.
27.
28.
29.
30.
31.

Id. at 2113-15.
Id. at 2122.
Id. at 2120-21.
Id. at 2117-18.
Id. at 2122 n.7.
545 F.3d 1359 (Fed. Cir. 2008).
See id. at 1368-71.
35 U.S.C. § 102 (2006).
Id.
Net MoneyIn, 545 F.3d at 1369.
Id. at 1370.
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patent applications. The USPTO examiners will often issue a rejection
based on merely finding each element of an invention within a prior art
reference, even if the prior art reference does not combine the elements
in the same way as disclosed in the patent application.
The Federal Circuit, sitting en banc, revised the test for determining
infringement of a design patent in its decision Egyptian Goddess, Inc. v.
Swisa, Inc.32 Design patents cover the ornamental aspects of a
functional item, rather than the function of the item itself. The patentin-suit involved a design for a "nail buffer." Egyptian Goddess, Inc.
(EGI) sued Swisa, Inc., alleging that Swisa's product infringed EGI's
patent. The district court, applying the "point of novelty" test, first
analyzed EGIs patent to determine how the patented design was
different from the prior art." After identifying these points of novelty,
the district court then examined Swisa's product to determine if the
product contained "substantially the same points of novelty that
distinguished the patented design from the prior art."' Finding that
Swisa's product did not contain any of the same points of novelty as the
EGI patent, the district court granted summary judgment of noninfringement to Swisa."5
On appeal, the Federal Circuit rejected the point of novelty test and
held that the Supreme Court's "ordinary observer" test from its 1871
decision in Gorham Co. v. White38 was the sole test for determining
infringement of design patents. 37 Under this test, an article infringes
a design patent if, in the eye of an ordinary observer knowledgeable of
the prior art, the two designs are "substantially the same" so that the
observer might "purchase one supposing it to be the other."3" Thus, the
ordinary observer test focuses on the totality of the design rather than
the individual design elements that comprise the points of novelty. Even
under the revised test, however, the court ruled that Swisa's product did
not infringe EIG's patent.39 Overall, this decision strengthens design
patent protection relative to the point of novelty test for many patent
practicioners.
In In re Alonso,4 8 the Federal Circuit reiterated that a patent
applicant must "describe the invention in sufficient detail so 'that one

32.
33.
34.
35.
36.
37.

543 F.3d 665, 670 (Fed. Cir. 2008).
Id. at 668.
Id.
Id.
81 U.S. (14 Wall.) 511 (1871).
Egyptian Goddess, 543 F.3d at 678.

38. Id. at 670.
39. Id. at 683.
40.

545 F.3d 1015 (Fed. Cir. 2008).
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skilled in the art can clearly conclude that the inventor invented the
claimed invention as of the filing date sought."''
This "written
description" requirement is mandated by § 112 of the Patent Act.42 In
exchange for the limited monopoly of a patent grant, the patent laws
require that the applicant clearly disclose the invention."
In Alonso the applicant described a method for treating a rare form of
cancer, neurofibrosarcoma, using certain monoclonal antibodies (MAbs).
His application included several examples of such MAb's, all of which
were developed from a particular cell line. The patent claim at issue,
however, was not limited to methods involving the particular "species"
of antibodies disclosed in the specification. 4 Rather, the court concluded that Alonso was attempting to claim a broad "genus" of antibodies for
which there was no descriptive support in the application.45
As outlined by the court,
[a] genus can be described by disclosing: (1) a representative number
of species in that genus; or (2)its "relevant identifying characteristics,"
such as "complete or partial structure, other physical and/or chemical
properties, functional characteristics when coupled with a known or
disclosed correlation between function and structure, or some combination of such characteristics."46
Because Alonso's narrow examples did not comprise a representative
number of species in the claimed genus and because Alonso did not
specify any relevant identifying characteristics of the genus, the court
held that Alonso had failed to meet the written description requirement
of § 112 for the broad genus he had attempted to claim. 47 This case is
an important reminder that the invention must be clearly disclosed in
the patent application, preferably by representative examples.
A divided panel of the Federal Circuit, in Cohesive Technologies, Inc.
v. Waters Corp.,48 reiterated that anticipation analysis and obviousness
analysis under §§ 102 and 103 of the Patent Act,49 respectively, are

41. Id. at 1019 (quoting Lockwood v. Am. Airlines, Inc., 107 F.3d 1565, 1572 (Fed. Cir.
1997)).
42. 35 U.S.C. § 112 (2006) ("The specification shall contain a written description of the
invention.").
43. See id.
44. Alonso, 545 F.3d at 1017-18.
45. Id. at 1020.
46. Id. at 1019 (quoting Enzo Biochem, Inc. v. Gen-Probe Inc., 323 F.3d 956, 964 (Fed.
Cir. 2002)).
47. Id. at 1019-20.
48. 543 F.3d 1351 (Fed. Cir. 2008).
49. 35 U.S.C. § 102-103 (2006).
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separate and distinct inquiries. 50 The court further held that a prior
art reference can anticipate an invention under § 102 without necessarily rendering the invention obvious under § 103."' Before this decision,
many patent practitioners and legal observers thought that a single
prior art reference that anticipated a claimed invention would ipso facto
render the claimed invention obvious in light of the reference.
Under § 102 of the Patent Act, a patent claim lacks novelty or is
anticipated by a prior art reference if "each and every limitation of [the]
claim is found, expressly or inherently, in [the] single prior art
reference."52 A patent claim is obvious under § 103 of the Patent Act if
the differences between the subject matter sought to be patented and
the prior art [reference] are such that the subject matter as a whole
would have been obvious at the time the invention was made to a
person having
ordinary skill in the art to which said subject matter
53
pertains.
In its decision, the court noted that a patentee can sometimes overcome
an adverse prima facie case that its patent claims are obvious by
asserting "secondary considerations" such as long-felt need, commercial
success, or the failure of others.54 Such secondary considerations are
not available in overcoming a showing of anticipation.55 The court
further noted that anticipation can be proved by showing that a prior art
reference inherently embodied the limitations of the patent claims
whereas inherency is not permitted during obviousness analysis.5"
Thus, in rare cases, a litigant might be able to invalidate a patent by
presenting a prior art reference that inherently anticipates the patent
even if the reference does not render the patent obvious.57
In Impax Laboratories, Inc. v. Aventis Pharmaceuticals,Inc., 5 8 the
Federal Circuit held that a prior art reference must be enabled in order

50. Cohesive Techs., 543 F.3d at 1364.
51. Id.
52. Id. at 1365 (quoting Planet Bingo, LLC v. GameTech Intl, Inc., 472 F.3d 1338, 1346
(Fed. Cir. 2006)).
53. 35 U.S.C. § 103(a). An important practical difference between §§ 102 and 103 is
that only a single prior art reference can be used during a § 102 anticipation analysis
whereas multiple references can be combined during a § 103 obviousness analysis.
Cohesive Techs., 543 F.3d at 1364. In the present case, however, only a single reference
was at issue. Id.
54. Cohesive Techs., 543 F.3d at 1364.
55. Id.
56. Id.
57. See id.

58. 545 F.3d 1312 (Fed. Cir. 2008).
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to qualify as an anticipatory reference under § 102 of the Patent Act.59
Aventis owned a patent directed toward the treatment of amyotrophic
lateral sclerosis (ALS, or Lou Gehrig's Disease) using the drug Riluzole.
During litigation over Impax's Abbreviated New Drug Application,
Impax attempted to invalidate Aventis's ALS patent by showing that the
patent was anticipated by a prior art patent directed towards the
treatment of certain medical conditions associated with glutamate.'
On appeal, the court examined whether the prior art reference
"enable[d] one of ordinary skill in the art to make the invention without
undue experimentation." 1 Citing its precedent in In re Wands,62 the
court stated that "undue experimentation" analysis involves examining
(1) the quantity of experimentation; (2) the amount of direction or
guidance present; (3) the presence or absence of working examples; (4)
the nature of the invention; (5) the state of the prior art; (6) the
relative skill of those in the art; (7) the predictability or unpredictability of the art; and (8) the breadth of the claims.'
In reviewing the district court record, the Federal Circuit noted that the
prior art patent encompassed a "particularly large number of compounds" but also noted that the patent did not "meaningfully discuss[]"
Riluzole with regard to treating disease.' The court further noted that
dosage guidelines in the prior art patent were very broad and not
specifically directed to Riluzole or indeed any particular compound. 5
Concluding that a person of ordinary skill in the art could not practice
the prior art patent without undue experimentation, the court held that
the prior art patent was not enabled. 6 Because it was not enabled, it
could not be used to invalidate Aventis's ALS patent under § 102.7
In In re Swanson," the Federal Circuit considered whether a patent
examiner could consider a prior art reference during reexamination
proceedings, even if that reference had previously been considered by an
examiner during prosecution or by a jury during invalidity litigation. 9

59.
60.
61.
62.
63.

Id. at 1314.
Id.
Id.
858 F.2d 731 (Fed. Cir. 1988).
Impax Labs., 545 F.3d at 1314-15 (citing Wands, 858 F.2d at 737).

64.
65.
66.
67.
68.
69.

Id. at 1315.
Id.
Id. at 1316.
Id.
540 F.3d 1368 (Fed. Cir. 2008).
Id. at 1375.
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Section 301 of the Patent Act 70 permits reexamination of issued patents
if "a substantial new question of patentability" is raised regarding one
or more issued claims. 71 In the 1997 decision of In re Portola Packaging, Inc.,72 the court held that the USPTO could not base a reexamination on a prior art reference if an examiner had already considered the
reference during prosecution.73 Thereafter, Congress amended the
reexamination statute to state that "[t]he existence of a substantial new
question of patentability is not precluded by the fact that a patent or
printed publication was previously cited by or to the Office or considered
by the Office."7'
In Swanson a particular prior art reference-the Deutsch patent-had
been considered as a minor secondary reference during the initial
prosecution of the Swanson patent. After certain amendments, the
patent examiner allowed the Swanson application to issue as a patent.
Thereafter, the patent was challenged in litigation, and a jury, with
knowledge of the Deutsch reference, decided that the patent was not
invalid. Subsequently, the challenger sought reexamination, which the
USPTO promptly granted. During reexamination, the examiner rejected
several claims as being anticipated by the Deutsch reference. The
patentee appealed this decision, arguing that it was improper for the
examiner to consider the Deutsch reference because it had been
considered
during the initial prosecution and by a jury during litiga5
7

tion.

On appeal, the Federal Circuit construed Congress's 2002 amendment
to the reexamination statute.76 The court wrote that the amendment
overturned the bright-line rule of the PortolaPackagingcase and stated
that "the [USPTO] should evaluate the context in which the reference
was previously considered and the scope of the prior consideration and
determine whether the reference is now being considered for a substantially different purpose."77 Because the Deutsch patent had been
applied to a different set of claims and for a different purpose during the
initial examination, the court held that the reference was being used for
a substantially different purpose in the reexamination and therefore was

70. 35 U.S.C. §§ 301-307 (2006).
71.
72.
73.
74.
U.S.C.
75.
76.
77.

Swanson, 540 F.3d at 1376; see 35 U.S.C. § 305 (2006).
110 F.3d 786 (Fed. Cir. 1997).
Id. at 791.
Swanson, 540 F.3d at 1375-76 (internal quotation marks omitted) (quoting 35
§ 303(a) (2006)).
Id. at 1372-74.
See id. at 1376.
Id. at 1380.
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properly applied.7 8 Regarding the jury's finding that the Deutsch
reference did not anticipate the Swanson patent, the court noted that
during patent litigation a challenger must prove by "clear and convincing" evidence that a patent is invalid. 79 The court further noted that
a jury does "not find patents 'valid,' only that the patent challenger did
not carry the 'burden of establishing invalidity in the particularcase
before the court.'"' Therefore, the jury's finding did not preclude the
patent examiner from considering the reference during reexamination. 8'
Although this may seem like a "two bites at the apple" situation, it
appears to be more applicable to the situation in which the previously
considered prior art reference is reasserted for a different purpose.
In Aristocrat Technologies, Inc. v. International Game Technology, 2
the Federal Circuit held that a party could not defend itself from a claim
of patent infringement even if the asserted patent had been improperly
revived following abandonment." Aristocrat Technologies (Aristocrat)
filed an international patent application under the Patent Cooperation
Treaty (PCT), claiming priority to the filing date for its provisional
application, July 8, 1997. Under 35 U.S.C. § 371' and 37 C.F.R.
§ 1.495,85 Aristocrat was required to pay a fee to enter the United
States national phase" thirty months later or face abandonment.
Aristocrat paid the fee one day late and received a notice of abandonment. It subsequently filed a petition to revive its application under 37
C.F.R. § 1.137(b), 7 which allows revival of abandoned applications if
the applicant's delay in meeting a deadline was "unintentional."' The
patent office granted the petition and revived the application, which
eventually issued as a patent.8 9
Aristocrat subsequently sued International Game Technology (IGT) for
infringement of its patent.9" IGT argued that the patent had been
improperly revived because the statute governing the national stage

78. Id. at 1381.
79. Id. at 1377.
80. Id. (quoting Ethicon, Inc. v. Quigg, 849 F.2d 1422, 1429 n.3 (Fed. Cir. 1988)).
81. Id.
82. 543 F.3d 657 (Fed. Cir. 2008).
83. Id. at 663.
84. 35 U.S.C. § 371 (2006).
85. 37 C.F.R. § 1.495 (2008).
86. The "national phase" is when a PCT patent application is sent down to the various
selected countries' national patent offices for determination whether a national patent is
to be granted.
87. 37 C.F.R. § 1.137(b) (2008).
88. Id.
89. Aristocrat Techs., 543 F.3d at 659-60.
90. Id.
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entry in the U.S. provides that an application can only be revived if the
applicant shows that its delay in paying the fee was "unavoidable,"9 1
not the lower showing that the delay was "unintentional."9 2 The
Federal Circuit sidestepped IGT's argument, holding that the allegation
of "improper revival" was not a defense available during an infringement
action.93 The court narrowly construed 35 U.S.C. § 282, 94 which lists
four affirmative defenses available in patent infringement actions.9"
Noting that those affirmative defenses were substantive rather than
procedural in nature, the court stated "the proper revival of an
abandoned application is neither a fact or act made a defense by title 35
nor a ground ... for patentability," therefore holding that IGT could not
assert a defense based on the alleged procedural lapse during prosecution.9" Concluding, the court added that "'[p]rocedural lapses during
examination, should they occur, do not provide grounds of invalidity.
Absent proof of inequitable conduct, the examiner's or the applicant's
absolute compliance with the internal rules of patent examination
becomes irrelevant after the patent has issued.'"97 This is potentially
a very important decision for patent practitioners who always face, and
sometimes miss, many procedural deadlines when prosecuting a patent
application, including entering the national phase.
In Broadcom Corp. v. Qualcomm, Inc.,9 the Federal Circuit held that
the failure to obtain a non-infringement opinion letter from legal counsel
could be used against a defendant in a suit for inducing infringement.99
Until recently, parties would often obtain a non-infringement or
invalidity opinion from legal counsel as a hedge against being found a
willful infringer of a patent. Qualcomm manufactured several chips and
software incorporating 3G technology and licensed or sold its products
to third parties. Broadcom sued Qualcomm, claiming, inter alia, that
Qualcomm had induced the third parties to infringe Broadcom's patents.
In the United States District Court for the Central District of California,

91. Section 371(d) of the Patent Act states in relevant part that [fMailure to comply
with these requirements shall be regarded as abandonment of the application by the
parties thereof, unless it be shown to the satisfaction of the Director that such failure to
comply was unavoidable." 35 U.S.C. § 371(d) (2006) (emphasis added).
92. Aristocrat Techs., 543 F.3d at 660.
93. Id. at 661.

94.
95.
96.
97.

35 U.S.C. § 282 (2006).
See id.
Artistocrat Techs., 543 F.3d at 663.

Id. (alteration in original) (quoting Magnivision, Inc. v. Bonneau Co., 115 F.3d 956,
960 (Fed. Cir. 1997)).
98. 543 F.3d 683 (Fed. Cir. 2008).

99. Id. at 699-700.
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Judge Selna permitted the jury to draw an inference that Qualcomm
possessed "specific intent" to induce infringement based on Qualcomm's
failure to obtain a non-infringement opinion letter from its legal counsel
before marketing its products.'00
On appeal, Qualcomm argued that the Federal Circuit's 2007 holding
in In re Seagate Technology, LLC,"'0 should prevent a jury from
considering such evidence. °2 In Seagate the court revised the standard for finding willful infringement and wrote that there was "no
affirmative obligation to obtain opinion of counsel" and that "failure to
obtain legal advice does not give rise to an adverse inference with
respect to willfulness.""° Qualcomm argued that the standard for
inferring intent to induce should be higher than that for willful
infringement, and therefore the court should prohibit negative inferences
from its failure to obtain opinion of counsel."° The court declined to
follow Qualcomm's invitation to revise the standards for finding the
inducement of infringement." 5 Instead, upholding its precedents
regarding induced infringement, the court wrote that "[blecause opinionof-counsel evidence, along with other factors, may reflect whether the
accused infringer 'knew or should have known' that its actions would
cause another to directly infringe, we hold that such evidence remains
relevant to the [induced infringement] analysis.""0 6
In Eisai Co. Ltd. v. Dr. Reddy's Laboratories, Ltd., 07 the Federal
Circuit applied the Supreme Court's 2007 decision in KSR International
Co. v. Teleflex, Inc."°5 in the context of the chemical arts.'
In KSR,
a seminal decision discussed in last year's Intellectual Property article
in this publication, the Supreme Court held that the "teaching,
suggestion, or motivation to combine" (TSM) test could not be used in a
"rigid" fashion during obviousness analysis."0 According to prior
Federal Circuit caselaw, an invention could be shown to be obvious in
light of a plurality of prior art references only if there was an explicit
"teaching, suggestion, or motivation" in the prior art to combine those

100.
101.
102.
103.
104.
105.
106.
107.
108.
109.
110.

Id. at 686-87, 697.
497 F.3d 1360 (Fed. Cir. 2007).
Broadcom, 543 F.3d at 697.
Seagate Tech., 497 F.3d at 1370-71.
Broadcom, 543 F.3d at 699.
Id.
Id.
533 F.3d 1353 (Fed. Cir. 2008).
550 U.S. 398 (2007).
See Eisai Co., 533 F.3d at 1357.
KSR Int'l, 550 U.S. at 418-19.
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prior art references."' In KSR the Supreme Court held that this rule
should not be rigidly applied." 2
In Eisai the Federal Circuit seemingly limited the impact of the KSR
decision in the chemical arts."1 The court noted that KSR made
several presumptions that were not necessarily true in the unpredictable
field of the chemical arts:
First, KSR assumes a starting reference point or points in the art,
prior to the time of invention, from which a skilled artisan might
identify a problem and pursue potential solutions. Second, KSR
presupposes that the record up to the time of invention would give
some reasons, available within the knowledge of one of skill in the art,
to make particular modifications to achieve the claimed compound.
Third, the Supreme Court's analysis in KSR presumes that the record
before the time of invention would supply some reasons for narrowing
the prior art universe to a "finite number of identified, predictable
solutions."'14
The court continued, writing that KSR's focus on certain "identified,
predictable solutions" in the prior art was less applicable to the chemical
arts where "potential solutions are less likely to be genuinely predictable.""' Therefore, the court upheld the district court's finding that
Eisai's compound was not obvious in light of the prior art because there
was no evidence that a skilled artisan would have 6considered modifying
the prior art to produce the patented compound."
In Mars, Inc. v. Coin Acceptors, Inc.,"' the Federal Circuit considered whether a parent corporation could obtain damages for the lost
profits of its subsidiary when a third party infringed a patent belonging
to the parent corporation. "' Mars, Inc. (Mars) owned the patent-insuit and licensed it to its wholly-owned subsidiary, Mars Electronics
International, Inc. (MEI). MEI manufactured vending machine coin
changers that incorporated the technology of the patent. An MEI
competitor, Coin Acceptors, Inc. (Coinco), subsequently infringed the
patent. Mars sued Coinco, seeking a damage award to compensate for
the lost profits of its subsidiary, MEI." 9 Mars argued that the lost

111.
112.
113.
114.
115.
116.
117.
118.
119.

Id.
Id.
See Eisai Co., 533 F.3d at 1359.
Id. (internal citations omitted) (quoting KSR Int'l, 550 U.S. at 421).
Id.
Id.
527 F.3d 1359 (Fed. Cir. 2008).
See id. at 1365.
Id. at 1362-63.
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profits of its wholly-owned subsidiary were "inherently" lost profits of the
parent corporation and cited its consolidated financial statements as
evidence. 20
In deciding whether Mars was entitled to recover lost profits on behalf
of its subsidiary, the Federal Circuit focused on the manner in which
Mars had licensed its patent to MEL. 2' The license agreement called
for MEI to pay Mars royalties based on the "gross sales value" of the
products MEI sold that incorporated the patented technology.'22 The
court noted that these royalties were paid whether or not MEI made a
profit.'23 The court also noted that there was no evidence in the record
that MEI made any other payments to Mars and therefore no record that
ME's profits ever "flow[ed] inexorably.., to Mars."'24 Because Mars
could not prove that it had lost any profits as a result of Coinco's
infringement, the court ruled that Mars was not entitled to damages for
lost profits.'25 This is an important reminder to craft license agreements using arms-length provisions.
In Cat Tech LLC v. Tubemaster, Inc.,26 the Federal Circuit revisited
its standards for permitting declaratory judgment actions. 27
A
declaratory judgment suit permits a plaintiff to sue another party to
seek a declaration of the rights between them, even if the plaintiff does
not seek damages or other relief. In the patent context, many manufacturers are wary of producing a product that might violate the patent of
a rival, even if the manufacturer believes that the patent is invalid or
otherwise unenforceable. In such situations, the manufacturer may
choose to file a declaratory judgment action seeking to invalidate the
rival's patent. Before the Supreme Court's 2007 decision in MedImmune,
Inc. v. Genentech, Inc.,28 another seminal patent decision included in
last year's installation of the Intellectual Property survey, the Federal
Circuit insisted that a declaratory judgment plaintiff (1) have a
"reasonable apprehension of imminent suit" by the patentee 29 and (2)

120. Id. at 1365.
121. See id. at 1367.
122. Id.
123. Id.
124. Id.
125. Id.
126. 528 F.3d 871 (Fed. Cir. 2008).
127. See id. at 880.
128. 549 U.S. 118 (2007).
129. Teva Pharm. USA, Inc. v. Pfizer, Inc., 395 F.3d 1324, 1333-34 (Fed. Cir. 2005)
(emphasis omitted).
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have made "meaningful preparation" to violate the patentee's patent. 30
In MedImmune the Supreme Court overruled the first prong of the
Federal Circuit's test and mandated that the court consider "all the
13
circumstances" surrounding the dispute between the parties.'
In Cat Tech, the Federal Circuit examined the "meaningful preparation" of its prior test in light of the decision in MedImmune. 32 The
court noted that MedImmune expressly overruled the first prong of its
test and that the decision had generally "articulated a 'more lenient legal
standard' for the availability of declaratory judgment relief in patent
cases." 33 Nevertheless, the court concluded that "the issue of whether
there has been meaningful preparation to conduct potentially infringing
activity remains an important element in the totality of circumstances
which must be considered in determining whether a declaratory
judgment is appropriate."" Applying the test to the facts of the case,
the court held that Tubemaster, the declaratory judgment plaintiff, had
made meaningful preparations toward violating Cat Tech's patent when
Tubemaster produced infringing designs using computer aided design
(CAD) software and was prepared to manufacture the designs. 3 '
III.

COPYRIGHT

In Greenberg v. National Geographic Society,' the United States
Court of Appeals for the Eleventh Circuit, sitting en banc, analyzed the
scope of 17 U.S.C. § 201(c).' 37 Greenberg arose when a freelance
photographer, Jerry Greenberg, sued National Geographic Society for
copyright infringement for publishing "The Complete National Geographic" (CNG), a thirty-disc CD-ROM set that contained every monthly issue
of National Geographic from 1888 through 1996 (over twelve hundred
issues)--including four issues in which Greenberg's copyrighted
photographs had appeared. National Geographic argued that it was
privileged to reproduce the photos in the CNG under 17 U.S.C. § 201(c),
which allows a magazine publisher to reproduce or distribute articles or
photographs contributed by freelancers as part of three categories of

130. DuPont Merck Pharm. Co. v. Bristol-Myers Squibb Co., 62 F.3d 1397, 1401 (Fed.
Cir. 1995).
131. MedImmune, 549 U.S. at 127.
132. See Cat Tech, 528 F.3d at 880.
133. Id. at 880 (quoting Micron Tech., Inc. v. Mosaid Techs., Inc., 518 F.3d 897,902-03
(Fed. Cir. 2008)).
134. Id.
135. Id. at 881-82.
136. 533 F.3d 1244 (l1th Cir. 2008).
137. 17 U.S.C. § 201(c) (2006); see Greenberg, 533 F.3d at 1248-50.
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works: (1) the collective work to which the freelancer contributed the
article or photo, (2) any revision of that collective work, or (3) any
collective work in the same series. 3 '
The majority of the Eleventh Circuit agreed with National Geographic,
holding that because the CNG was a "revision" of the original "collective
works" (the twelve hundred magazine issues), National Geographic was
privileged to reproduce the photos under § 201(c).' 39 In so holding, the
Eleventh Circuit majority relied predominantly on the United States
Supreme Court's decision in New York Times Co. v. Tasini,140 which
held that reproduction of certain articles in three electronic databases
was not done as part of the original editions or as revisions thereof, and
hence was not privileged under § 201(c), when the articles were
4
presented in the databases removed from their original contexts.1 '
Further, in Tasini, the Supreme Court distinguished the unprivileged
reproductions at issue with the reproduction of print publications in
microform or microfiche, where the mere conversion of publications from
42
one medium to another would fall under the § 201(c) privilege.
Relying on this distinction, the Eleventh Circuit majority held that the
CNG was more analogous to privileged microform than to the unprivileged databases, because in the CNG the original magazine articles and
photographs were presented in their original contexts.
The court
also concluded that any new material added to the CNG-such as its
search function or zoom capacity-did not remove the CNG from the
§ 201(c) privilege.' 44
There were two dissenting opinions filed in Greenberg.'45 In the
first, Judge Birch suggested that the CNG did not fall under the § 201(c)
privilege for three reasons: (1) the CNG was a new, entirely different

138. Greenberg, 533 F.3d at 1247-49. As § 201(c) states:

Copyright in each separate contribution to a collective work is distinct from
copyright in the collective work as a whole, and vests initially in the author of the
contribution. In the absence of an express transfer of the copyright or of any rights
under it, the owner of copyright in the collective work is presumed to have

acquired only the privilege ofreproducing and distributing the contribution as part
of that particular collective work, any revision of that collective work, and any
later collective work in the same series.

17 U.S.C. § 201(c).
139. Greenberg, 533 F.3d at
140. 533 U.S. 483 (2001).
141. Greenberg, 533 F.3d at
142. See Tasini, 533 U.S. at
143. Greenberg, 533 F.3d at

1258.
1251-52, 1258 (citing Tasini, 533 U.S. at 499-501).
501-02.
1252-53.

144. Id. at 1257.
145. See id. at 1258 (Birch, J., dissenting); see id. at 1281 (Anderson, J., dissenting).

20091

INTELLECTUAL PROPERTY

1271

collective work to which the privilege did not attach;'4 6 (2) National
Geographic could not transfer its § 201(c) privilege to third parties; 47
and (3) the § 201(c) privilege covered only reproduction and distribution,
not public display of the photographs. 4 ' In the second dissent, Judge
Anderson suggested that the contextual analysis from Tasini presented
only a threshold issue: while reproducing or distributing a photograph
or article out of context meant the § 201(c) privilege did not apply,
reproducing or distributing a photograph or article in context did not
necessarily mean that the § 201(c) privilege did apply.'49 Rather,
Judge Anderson posited that there were cases in which enough material
could be added to the underlying photograph or article that even if the
same was reproduced or distributed in its context, the reproduction
would not be part of a "revision" but part of "an entirely different
collective work" and hence not privileged by § 201(c).150 According to
Judge Anderson, this was one of those cases in which "[n]otwithstanding
the fact that Greenberg's photographs appear in their original context,
the CNG remains at best
a new anthology of the many editions of
5
National Geographic."' '

In Peter Letterese & Associates, Inc. v. World Institute of Scientology
52 the Eleventh Circuit examined the extent
EnterprisesInternational,'
to which a party's use of training materials prepared from a copyrighted
text constitutes "fair use" under 17 U.S.C. § 107.153 The case arose
when the copyright licensee of the book Big League Sales Closing
Techniques sued three entities affiliated with the Church of Scientology
for allegedly infringing the book's copyright by incorporating portions of
the book into instructional course materials. The United States District
Court for the Southern District of Florida granted summary judgment
in favor of the three Church of Scientology entities, assuming the
existence of infringement but holding that (1) the entities' use was
1
permissible fair use and (2) the licensee's suit was barred by laches. M
The Eleventh Circuit affirmed in part and reversed in part on the
basis of four separate analyses. 5 First, the entities' training courses
were not derivative works of Big League Sales Closing Techniques

146.
147.
148.
149.
150.
151.
152.
153.
154.
155.

Id. at 1264 (Birch, J., dissenting).
Id. at 1266.
Id. at 1277-78.
Id. at 1282 (Anderson, J., dissenting).
Id.
Id. at 1283.
533 F.3d 1287 (11th Cir. 2008).
17 U.S.C. § 107 (2006); see PeterLetterese & Assocs., 533 F.3d at 1307.
Peter Letterese & Assocs., 533 F.3d at 1293-96.
See id. at 1299-1300, 1305-06.
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because they did not "'recast, transform, or adapt'" the book.'
Second, with respect to infringement, a genuine issue of material fact
regarding whether there were substantial similarities between the
protected elements of Big League Sales Closing Techniques and the
training course materials precluded summary judgment." 7 Third,
with respect to fair use, the internal use of training course materials by
one Church of Scientology entity, the Church of Scientology International (CSI), was fair use, but the sale of training course materials by
another entity, the World Institute of Scientology Enterprises International Inc. (WISE), may not be fair use (or, to be precise, there was a
genuine issue of material fact as to whether such sales would supplant
the market for derivative works of Big League Sales Closing Techniques,
which precluded summary judgment on fair use). 5
Finally, with
respect to laches, even if the doctrine did apply, it applied only to
damages and did not preclude the licensee from seeking prospective
relief. 9
Of these, one analysis worthy of further comment is the court's fair
use analysis, and specifically its section regarding the fourth fair use
factor: the extent to which the defendant's use affects the potential
market or value of either the original work or derivative works. i0 The
Eleventh Circuit began this section by repeating the rule from Campbell
v. Acuff-Rose Music, Inc.'s that in analyzing this factor a court must
consider two inquiries: (1) the extent of the market harm caused by the
particular actions of the alleged infringer and (2) whether unrestricted
and widespread conduct of the sort engaged in by the defendant would
result in a substantially adverse impact on the potential market. 2
The court then distinguished between WISE's sale of training course
materials and CSI's internal use of training course materials, holding
that while the former could result in substantial adverse harm to the

156. Id. at 1299 n.14 (quoting 17 U.S.C. § 101 (2006)).
157. Id. at 1302, 1305-06.
158. Id. at 1317-18.
159. Id. at 1321-22.
160. See id. at 1315-19. The Copyright Act outlines four non-exclusive factors relevant
to the fair use inquiry:
(1) the purpose and character of the use, including whether such use is of a
commercial nature or is for nonprofit educational purposes; (2) the nature of the
copyrighted work; (3) the amount and substantiality of the portion used in relation
to the copyrighted work as a whole; and (4) the effect of the use upon the potential
market for or value of the copyrighted work.
17 U.S.C. § 107.
161. 510 U.S. 569 (1994).
162. Peter Letterese & Assocs., 533 F.3d at 1315 (citing Campbell, 510 U.S. at 590).
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potential market for Big League Sales Closing Techniques and its
derivative works, the latter would not." The court based its determination that CSI's internal use of training course materials would not
result in substantial adverse market harm to Big League Sales Closing
Techniques and its derivative works on the fact that Scientology doctrine
requires teaching only from the exact writings of Scientology's founder,
L. Ron Hubbard."64 Thus, because any derivative works of Big League
Sales Closing Techniques would not be used by CSI internally, CSI's
internal training course materials were not market substitutes for such
works.' 65
In 2008 the Eleventh Circuit twice analyzed the extent to which a
claim for copyright infringement of an architectural work may be
disposed on summary judgment. In both Intervest Construction,Inc. v.
Canterbury Estate Homes, Inc.'66 and Oravec v. Sunny Isles Luxury
Ventures LC,'67 the Eleventh Circuit affirmed district court grants of
summary judgment for entities alleged to have infringed architectural
plans, when no reasonable juror could have found that the plans were
substantially similar to those they allegedly infringed with respect to
their protectable elements. 68 As the court noted in Intervest, determinations on summary judgment are especially apt in cases such as these
in which there may be similarities between two works at the level of
unprotected ideas but not at the level of protected expression:
[W]hen the crucial question in a dispute involving compilations is
substantial similarity at the level of protectable expression, it is often
more reliably and accurately resolved in a summary judgment proceeding. This is so because a judge is better able to separate original
expression from the non-original elements of a work where the copying
of the latter is not protectable and the copying of the former is protectable. The judge understands the concept of the idea/expression
dichotomy and how it should be applied in the context of the works
before him.... Because a judge will more readily understand that all
copying is not infringement, particularly in the context of works that
are compilations, the "substantial-similarity" test is more often
correctly administered by a judge rather than a jury-even one
provided proper instruction.... It is difficult for a juror, even properly
instructed, to conclude, after looking at two works, that there is no

163.
164.
165.
166.
167.
168.

Id. at 1317-18.
Id. at 1317-19.
Id. at 1319.
554 F.3d 914 (11th Cir. 2008).
527 F.3d 1218 (11th Cir. 2008).
Intervest Constr., 554 F.3d at 921; Oravec, 527 F.3d at 1231.
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infringement where, say, 90% of one is a copy of the other, but only
15% of the work is protectable expression that has not been copied."6 9
Thus, practitioners are well advised to heed both Intervest and Oravec
in those cases when one applicable defense to a copyright infringement
claim is that whatever was copied was not protectable expression.
IV.

TRADEMARK

In North American Medical Corp. v. Axiom Worldwide, Inc., 7 ° the
Eleventh Circuit examined when a court can presume that irreparable
harm follows a finding of likelihood of confusion in issuing a preliminary
injunction.17 1
A manufacturer of spinal traction devices sued a
competitor for unfair competition and false advertising, and the United
States District Court for the Northern District of Georgia granted a
preliminary injunction for the manufacturer. 72 The Eleventh Circuit
affirmed the district court's decision to grant the preliminary injunction
in every regard but one: its irreparable harm analysis.' 73
In its irreparable harm analysis, the Eleventh Circuit determined that
the district court had relied on two faulty presumptions, one regarding
the false advertising claim, and one regarding the infringement
claim. 74 With respect to the false advertising claim, the Eleventh
Circuit held as overbroad the district court's presumption that irreparable harm will occur whenever a competitor's advertising is literally false;
rather, such a presumption should apply only when the false statement
is made in the context of comparative advertising.'7 5 With respect to
the trademark infringement claim, the Eleventh Circuit held that the
presumption that irreparable harm follows a finding of likelihood of
7
confusion needed to be reexamined in light of eBay v. MercExchange, 6
177
a 2006 United States Supreme Court decision.
The second holding is the more significant. As the Eleventh Circuit
conceded, the presumption that irreparable harm follows a finding of
likelihood of confusion is well established. 71 Yet the court still held

169. Intervest Constr., 554 F.3d at 920.
170. 522 F.3d 1211 (11th Cir. 2008).
171. See id. at 1226.
172. Id. at 1216-17.
173. Id. at 1229.
174. Id. at 1226-27.
175. Id. at 1227.
176. 547 U.S. 388 (2006).
177. N. Am. Med. Corp., 522 F.3d at 1227-28.
178. Id. at 1227; see, e.g., McDonald's Corp. v. Robertson, 147 F.3d 1301, 1310 (11th
Cir. 1998); Tally-Ho, Inc. v. Coast Cmty. Coll. Dist., 889 F.2d 1018, 1029 (11th Cir. 1989);
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that eBay required a reexamination of that presumption. 179 The
Supreme Court in eBay held that because the Patent Act indicated that
permanent injunctive relief "may" issue in accordance with the principles
of equity, categorical rules that injunctive relief should either always or
never apply to certain infringements were improper.i s The Eleventh
Circuit held that the same reasoning applied to preliminary injunctions
for trademark infringement, noting that the Lanham Act'' also grants
federal courts the power to grant injunctions according to the principles
of equity,8 2 and that no obvious distinction existed between permanent
and preliminary injunctions such that eBay should apply to the former
but not the latter.'8
However, the Eleventh Circuit stopped there, expressly declining to
decide, for example, whether the presumption of irreparable injury used
by the district court was the equivalent of the categorical rule rejected
by eBay.1' Rather, the court simply vacated the preliminary injunction as it applied to the trademark infringement claim and remanded to
the district court for further proceedings consistent with eBay. 5 As
such, the full extent of eBay's impact on the presumption that irreparable harm follows from a likelihood of confusion is yet to be determined.
In Angel Flight of Georgia, Inc. v. Angel Flight America, Inc.,'86 the
Eleventh Circuit analyzed a claim for cancellation of a federal trademark
registration for fraudulent procurement under 15 U.S.C. § 1064(3).187
Angel Flight arose from a dispute between a Georgia nonprofit corporation, Angel Flight of Georgia (AFGA), and a national organization, Angel
Flight of America (AFA), both of whom claimed rights in the mark
"Angel Flight" for providing free air transportation services to and from
hospitals for patients and donated organs.'8
AFGA, which had used the Angel Flight mark continuously since its
formation in 1983, claimed superior common law trademark rights to the
mark in the state of Georgia; AFA, which was formed by the merger of

E. Remy Martin & Co. v. Shaw-Ross Intl Imports, Inc., 756 F.2d 1525, 1530 (11th Cir.
1985); Burger King Corp. v. Majeed, 805 F. Supp. 994, 1005 (S.D. Fla. 1992); Sundor
Brands, Inc. v. Borden, Inc., 653 F. Supp. 86, 93 (M.D. Fla. 1986).
179. N. Am. Med. Corp., 522 F.3d at 1227.
180. eBay Inc., 547 U.S. at 394.
181. 15 U.S.C. ch. 22 (2006).
182. N. Am. Med. Corp., 522 F.3d at 1228 (citing 15 U.S.C. § 1116(a) (2006)).
183. Id.
184. Id.
185. Id.
186. 522 F.3d 1200 (11th Cir. 2008).
187. 15 U.S.C. § 1064(3) (2006); see Angel Flight of Ga., 522 F.3d at 1209.
188. Angel Flight of Ga., 522 F.3d at 1203-04.
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several regional Angel Flight organizations, owned a federal registration
for the mark: Registration No. 1,491,541. The United States District
Court for the Northern District of Georgia granted judgment for AFGA
following a bench trial. 9 The Eleventh Circuit held that the district
court improperly relied on hearsay evidence in establishing actual
confusion between the two groups but still affirmed the judgment for
AFGA, stating that the actual confusion analysis was unnecessary given
that several other factors-the similarity of the marks, the similarity of
services provided, and the similarity of consumers and advertising
media-supported a finding of likelihood of confusion between the two
marks.

190

In the portion of its analysis most pertinent for intellectual property
practitioners, the Eleventh Circuit also affirmed the district court's
cancellation of AFA's Registration No. 1,491,541 on the grounds that
Angel Flight West (the previous owner of the registration) had knowingly made misstatements regarding third party use of the Angel Flight
mark when applying for the registration. 191 Specifically, the President
of Angel Flight West, Dennis Torres, had affirmed the required
statement in support of the application to register that no other person,
firm, corporation, or association had the right to use the Angel Flight
"
mark. 92
'
As the Eleventh Circuit noted, to conclude that this statement constituted fraud, the district court had to make two findings: (1)
that Torres was aware that other organizations were using the Angel
Flight mark, either in an identical form or a near resemblance and (2)
that Torres "knew or believed" that those other organizations had a right
to use the mark.'93 The Eleventh Circuit held that the first prong was
easily satisfied: at trial the district court heard testimony that Angel
Flight West was aware other organizations were using names such as
"The Angel Flight" at the time the application was filed, but it did not
disclose that information to the Trademark Office. 94 But with respect
to the second prong, instead of citing any evidence showing that Torres
"knew or believed" that the third parties using the mark enjoyed the
superior right to do so, the Eleventh Circuit simply stated that "[it was
possible for the trial court to infer the reason Torres concealed this
information [regarding third party use] was because he knew or believed

189. Id. at 1203-05.
190. Id. at 1206.
191. Id. at 1211.
192. Id. at 1210-11.
193. Id. at 1211.
194. Id.
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the other Angel Flight organizations had an equal right to the use of the
Angel Flight mark."' 95
This statement regarding the district court's "possible inference"
represents a significant departure from established registration fraud
analysis. Under the Eleventh Circuit's Angel Flight reasoning, all a
litigant must show to cancel a federal registration is that the registration's applicant knew about third party use of the mark at the time of
the application and did not disclose the same to the United States
Patent and Tradmark Office (USPTO). Once such knowledge is shown,
satisfaction of the second prong-that the undisclosed use was done by
third parties whom the applicant knew or believed enjoyed superior
rights to the mark-can be "inferred." As should be clear, such an
inference eviscerates the second prong, collapsing it into the first. As
such, the inference is contrary to the well established rule that an
applicant, such as Angel Flight West, need not disclose to the Trademark
Office third parties who in fact may be using a mark but do not, in the
applicant's belief, possess the legal right to do so. 196 Unfortunately, it
is not clear whether the Eleventh Circuit considered this point; there is
no discussion in the Angel Flight opinion of the extent to which the
"inference" contradicts the established rule.'9 7 Unless and until such
a clarification is outlined in future Eleventh Circuit opinions, the Angel

195. Id.
196. See generally 6 J. THOMAS MCCARTHY, MCCARTHY ON TRADEMARKS AND UNFAIR

COMPETITION § 31:76 (4th ed. 2008) ("There is nothing in the oath or the statute which
requires applicant to disclose anyone who in fact may be using the mark, but does not, in
the applicant's belief, possess the legal right to use."); see also, e.g., Hana Fin., Inc. v. Hana
Bank, 500 F. Supp. 2d 1228, 1235 (C.D. Cal. 2007) ("The applicant need not disclose those
persons whom he may have heard are using the mark if he feels that the rights of such
others are not superiorto his.") (citation and internal quotation marks omitted) (emphasis
in original); eCash Techs., Inc. v. Guagliardo, 127 F. Supp. 2d 1069, 1080 (C.D. Cal. 2000)
("[Iun the absence of 'clearly established' rights in another user, the applicant for federal
trademark registration has no obligation to investigate and report to the PTO other users
of the same mark."); Advance Stores Co. v. Refinishing Specialities, Inc., 948 F. Supp. 643,
654 (W.D. Ky. 1996) ("Plaintiffs were under no duty to disclose to the PTO users whom he
may have heard or noticed are using the mark if he believes that the rights of such others
are not superior to his.") (citation and internal quotation marks omitted); King-Size, Inc.
v. Frank's King Size Clothes, Inc., 547 F. Supp. 1138, 1166 (S.D. Tex. 1982) ("[I]t is not
sufficient to prove that plaintiffs failed to disclose that others were using the mark if
plaintiffs did not believe that such third-parties had that right.").
197. Perhaps there is an argument to be made that the Eleventh Circuit's Angel Flight
"inference" was nonbinding dicta. The court had already ruled in AFGA's favor on the
infringement issue, seeAngel Flightof Georgia, 522 F.3d at 1211, rendering its cancellation
of AFA's registration somewhat superfluous to its adjudication of the case before it. But
of course the court's cancellation analysis was not superfluous to AFA, whose registration
No. 1,491,541 was cancelled because of it. Id.
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Flight inference will provide an exceptionally strong arrow in the quiver
of all trademark infringement defendants.
In Natural Answers, Inc. v. SmithKline Beecham Corp.,198 the
Eleventh Circuit was provided the opportunity to explore the issue of
trademark abandonment.' 99 The plaintiff in NaturalAnswers was the

holder of an unregistered mark for "HerbaQuit Lozenges," a non-nicotine
lozenge for reducing tobacco cravings. The plaintiff sold its HerbaQuit
Lozenges from 2000 to 2002; after 2002 its only use of the mark was in
a letter the plaintiff sent to Philip Morris in December 2003 to solicit a
joint venture (the deal was never finalized). Meanwhile, in November
of 2002 the defendant had begun to sell its own "Commit Lozenge" stopsmoking aid, which brought suit from the plaintiff in October of 2004.
The United States District Court for the Southern District of Florida
granted summary judgment for the defendant on the plaintiff's
trademark infringement claim on the grounds that no reasonable juror
could conclude that a likelihood of confusion existed between the marks
"HerbaQuit Lozenges" and "Commit," as used by the parties.2 0
The Eleventh Circuit affirmed the district court's grant of summary
judgment for the defendant, but not on likelihood of confusion
grounds.20" Rather, the Eleventh Circuit held that the plaintiff had
abandoned the HerbaQuit Lozenges mark.20 2

In so holding, the

Eleventh Circuit first noted that a trademark is deemed abandoned, and
thus no longer valid, when its use has been discontinued with an intent
not to resume use. 2

3

The court further noted that nonuse for three

consecutive years constituted prima facie evidence of abandonment and
created a rebuttable presumption of intent not to resume use.2" Thus,
the court held that because the plaintiff had not used the HerbaQuit
Lozenges mark since March of 2002205 and had not provided evidence
of actual and concrete plans to resume use, the plaintiff had abandoned
the same and thus did not own a valid trademark on which to base its
infringement claim.20 6

198.
199.

529 F.3d 1325 (11th Cir. 2008).
See id. at 1329.

200. Id. at 1326-28.
201. Id. at 1330.

202. Id. at 1329-30.
203. Id. at 1329.
204. Id. at 1329-30.
205. The court held that the plaintiff's letter to Philip Morris in 2003 soliciting a joint
venture amounted "to nothing more than an unsolicited proposal ... that led nowhere."
Id. at 1330.
206. Id.
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In Licciardello v. Lovelady, °7 the Eleventh Circuit analyzed the
personal jurisdiction issues that arise when an individual in one state
posts material that infringes the trademark of an individual in another
state.20 8 The plaintiff, Carman Licciardello (Carman), was a nationally-known Christian musician who lived in Florida; the defendant, Rendy
Lovelady (Lovelady), had been Carman's manager from 2000 to 2001 and
lived in Tennessee. In 2006 Lovelady posted a website on the Internet,
accessible from Florida, in which he used Carman's name and picture
and implied that Carman endorsed his skill as a manager. When
Carman sued for trademark infringement in the Middle District of
Florida, Lovelady moved to dismiss the suit for lack of personal
jurisdiction, and the district court granted the same.0 9
The Eleventh Circuit reversed the district court's dismissal, holding
that personal jurisdiction was authorized by the Florida long-arm statute
and was consistent with constitutional requirements of due process.2 10
On the latter point, the court held that because Lovelady's unauthorized
use of Carman's mark targeted Carman in order to misappropriate his
name and reputation for personal gain, such allegations satisfied the
Calder v. Jones21 effects test for personal jurisdiction-that is, "the
commission of an intentional tort, expressly aimed at a specific
individual ... whose effects were suffered in the forun."212 But as
soon as it made that determination, the court included a footnote to
attempt to limit it:
We do not, by our decision today, intend to establish any general rule
for personal jurisdiction in the internet context. Our holding, as
always, is limited to the facts before us. We hold only that where the
internet is used as a vehicle for the deliberate, intentional misappropriation of a specific individual's trademarked name or likeness and that
use is aimed at the victim's state of residence, the victim may hale the
infringer into that state to obtain redress for the injury. The victim
need not travel to the state where the website was created or the
infringer resides to obtain relief.213
Whether this attempted limitation will be respected by later courts, or
whether Licciardellowill in fact be read as having established a general
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rule for personal jurisdiction for trademark infringement in the Internet
context, remains to be seen.
V. FINAL NOTES

The year 2008 was another in a string of interesting and relatively
active periods in the field of intellectual property. As expected, the
courts heard and decided cases interpreting some of the more precedentsetting cases handed down over the previous few years, such as KSR and
MedImmune. Many of the decided cases provide additional insight into
the direction the courts appear to be headed, such as a continued stricter
interpretation of the rights granted under the intellectual property laws
and the corollary that intellectual property practitioners may have to be
even more careful in the drafting of patents, licenses, and contracts.

