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I. INTRODUCTION

This Article surveys case law developments in the area of intellectual
property, including patents, copyrights and trademarks, in Georgia
during the nineteen month period from June 1, 2000 to December 31,
2001.' The Authors have not attempted to include all cases that touch
upon intellectual property, but instead have selected some decisions that
are of more significance or interest.

Intellectual property law comprises several discrete yet overlapping
areas of law. The three primary areas are patent,2 trademark,3 and
copyright law.4 Secondary areas include trade secret, trade dress, and
know-how. Patent and copyright law are provided for in the United
States Constitution5 and thus the cases regarding these two areas are
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1. The last Mercer Law Review survey of intellectual property covered from June 1,
1999 through May 31, 2000. Laurence P. Colton & Nigam J. Acharya, Intellectual Property
in Georgia, 53 MERCER L. REV. 675 (2001). We decided to begin this Article at June 1,
2000 to maintain continuity.

2. 35 U.S.C. §§ 1-376 (1994 & Supp. 1999).
3. 15 U.S.C. §§ 1051-1129 (1994 & Supp. 1999), also referred to as the Lanham

Trademark Act of 1946.
4. 17 U.S.C. §§ 101-1129 (1994 & Supp. 1999).
5. The United States Constitution provides that Congress has the power "[t]o promote

the Progress of Science and useful Arts, by securing for limited Times to Authors and
Inventors the exclusive Right to their respective Writings and Discoveries." U.S. CONST.
art. I, § 8, cls. 1, 8. "Authors" and "Writings" refer to copyright law, and "Inventors" and
"Discoveries" refer to patent law.
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based on federal law and are gleaned from the United States federal
courts. Trademark law has both federal6 and state aspects and thus the
cases regarding this area are based on federal or state law, or both, and,
for purposes of this Article, are gleaned from the United States federal
courts and the Georgia state courts. Further, because the Court of
Appeals for the Eleventh Circuit covers Georgia, Florida, and Alabama,
and because its decisions are applicable to Georgia, some cases from
Florida and Alabama that have been appealed to the Eleventh Circuit
are included. Likewise, some United States Supreme Court decisions
and some decisions of the United States Court of Appeals for the Federal
Circuit ("Federal Circuit") (which decides all patent law appeals from the
district courts) that affect intellectual property law in Georgia are
included in this Article.

The past nineteen months have been active in the intellectual property
arena. Seminal cases were decided in the area, and the courts spent
much time applying these cases. In patent law, the scope of issued
patents was made more definite in Festo Corp. v. Shoketsu Kinzoku
Kogyo Kabushiki Co.7 In trademark law, the scope of punitive damages
was explored in Cooper Industries v. Leatherman Tool Group, Inc.' and
Tire Kingdom, Inc. v. Morgan Tire & Auto, Inc.9 In copyright law, the
scope of parody and fair use was made less ambiguous in the "Gone With
The Wind-The Wind Done Gone" case.1°  In trade dress law, the
relationship between patented features and trade dress features was
compared in TrafFix Devices, Inc. v. Marketing Displays, Inc.1 Overall,
this was an exciting time in the field that will have implications to the
law, practitioners, and owners for some time to come.

II. PATENT CASES

Prosecution history is an important concept in patent law. Briefly, a
patent's scope is determined by a number of things, one of which is the
prosecution history. How the prosecution history is applied to the scope
of the patent has been the subject of many cases. However, a recent

6. Article I, section 8, clause 3 of the United States Constitution is the Commerce
Clause, which forms the constitutional basis for federal trademark and unfair competition
legislation, and provides that Congress has the power "[t]o regulate Commerce with foreign
Nations, and among the several States, and with the Indian Tribes." Id.

7. 234 F.3d 558 (Fed. Cir. 2000), cert. granted, 121 S. Ct. 2519 (U.S. June 18, 2001)
(No. 00-1543).

8. 532 U.S. 424 (2001).
9. 253 F.3d 1332 (11th Cir. 2001).

10. SunTrust Bank v. Houghton Mifflin Co., 268 F.3d 1257 (11th Cir. 2001).
11. 532 U.S. 23 (2001).
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case has set relatively bright line limits and is creating much discussion
among the courts and practitioners alike. Following the decision in this
seminal case, the courts have decided several more cases to fine-tune
how prosecution history limits the scope of a patent.

In Festo Corp. v. Shoketsu Kinzoku Kogyo Kabushiki Co.,' 2 which is
now under review by the Supreme Court after arguments were made in
January 2002, the Federal Circuit, sitting en banc, held that amend-
ments 3 to pending patent claims during prosecution for "'a substantial
reason related to patentability"' create prosecution history estoppel. 4

The Federal Circuit held that "a substantial reason related to patentabil-
ity" is not limited to overcoming prior art under 35 U.S.C. § 102
(novelty) and section 103 (nonobviousness), but includes other reasons
related to the statutory requirements for a patent. 5 Therefore, unlike
in the past, amendments under section 101 (usefulness) and section 112
(definiteness) likely now also will give rise to prosecution history
estoppel."8 Importantly, the Federal Circuit held that the application
of prosecution history estoppel results in no range of equivalents 17

being available for the amended claim element."8 Before Festo there
were two lines of cases defining the application of prosecution history,
namely a line of cases' 9 that viewed prosecution history as a "flexible
bar" to the doctrine of equivalents and a line of cases that viewed
prosecution history as a strict surrender or complete bar2" of any range
equivalents. In Festo the Federal Circuit follows the latter line of
cases holding that an amendment results in a complete bar to any range
of equivalents.2 2

12. 234 F.3d 558 (Fed. Cir. 2000), cert. granted, 121 S. Ct. 2519 (U.S. June 18, 2001)
(No. 00-1543).

13. During the prosecution of a patent application, the applicant can make voluntary
amendments (initiated by the applicant) and/or involuntary amendments (in response to
the examiner's action) to the claims.

14. 234 F.3d at 567 (quoting Warner-Jenkinson Co. v. Hilton Davis Chem. Co., 520 U.S.
17, 33 (1997)).

15. Id.
16. Id. at 568.
17. Patent claims generally are given a scope of "equivalents" to prevent the patent

from being overly limited and therefore too easily designed around.
18. 234 F.3d at 574.
19. See, e.g., Hughes Aircraft Co. v. United States, 140 F.3d 1470 (Fed. Cir. 1998), cert.

denied, 525 U.S. 1177 (1999) (amendments made to overcome on prior art rejection
narrowed the range of equivalents available to an element).

20. See, e.g., Kinzenbaw v. Deere & Co., 741 F.2d 383, 389 (Fed. Cir. 1984).
21. 234 F.3d at 573-74.
22. Id.
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The opinion in Festo is premised on the principle that an issued patent
with its prosecution history must serve as notice to the public as to the
scope of the patent.2 3 The Federal Circuit held that preserving the
notice function of the claims and preventing patent holders from
recapturing under the doctrine of equivalents subject matter that was
surrendered before the United States Patent and Trademark Office
("PTO") could only be accomplished through a complete bar on equiva-
lents.24 The Federal Circuit noted: "Under the flexible bar approach,
... the exact range of equivalents when prosecution history estoppel
applies [was] virtually unascertainable, with only the prior art marking
the outer limits of the claim's scope."25 This reasoning created a "'zone
of uncertainty,"' which discouraged invention. In contrast, the
Federal Circuit noted that a complete bar lends certainty to the process
of determining the scope of protection afforded by a patent as both the
public and the patentee know that once an element of a claim is
narrowed by amendment for a reason related to patentability, that
element's scope of coverage will not extend beyond its literal terms."
Further, the Federal Circuit noted that "[w]ith a complete bar, neither
the public nor the patentee is required to pay the transaction costs of
litigation in order to determine the exact scope of subject matter the
patentee abandoned when the patentee amended the claim.""

After deciding Festo, the Federal Circuit proceeded to decide a number
of other cases on prosecution history estoppel and how an amendment
to a claim affects the scope of the claim. As can be seen in the following
cases, claim amendments narrowed the scope of the patent in some,
while in other cases, claim amendments had no effect on the scope of the
patent.

In Talbert Fuel Systems Patents Co. v. Unocal Corp.,29 the Federal
Circuit granted summary judgment to Unocal after construing the
patent claims so that the temperature range claimed was not entitled to
any range of equivalents.30 Talbert's patent was for reduced emissions
gasoline having a final boiling point of 345"-F.3

' Talbert argued that the
word "final" does not appear in the claims, that the gasoline can have a

23. See id. at 578.
24. See id. at 577-78.
25. Id. at 577.
26. Id. (quoting Markman v. Westview Instruments, Inc., 517 U.S. 370, 390 (1996)).
27. Id.
28. Id. The court did concede that a flexible bar gives the patentee more protection.

Id. at 578.
29. 275 F.3d 1371 (Fed. Cir. 2002).
30. Id. at 1378.
31. Id. at 1374-77.

1476 [Vol. 53



INTELLECTUAL PROPERTY

higher boiling point, and that a pure boil above or below the claimed
range can depend on the refinery cut. 2  Despite these assertions,
however, the Federal Circuit held that Talbert's emphasis during the
prosecution was that 3452F was the "final boiling point" for standard
carbureted gasoline.3 3 This estopped Talbert from asserting a broader
range, because the range was amended into the claim.34 Further, the
Federal Circuit ignored Talbert's argument that the amendment was not
introduced for patentability reasons because the prior art "teaches away
from [the claimed] fuel."3 5

In Interactive Pictures Corp. v. Infinite Pictures, Inc.3 6 the Federal
Circuit held that an amendment of claim did not preclude subsequent
assertion of infringement by equivalents. 7 In Interactive, although the
patent holder amended a patent claim for an image viewing system by
changing "output signals" to "output transform calculation signals,"38

the Federal Circuit held that such an amendment did not narrow the
claim.39  As the claim was not narrowed, the amendment did not
preclude the subsequent assertion of infringement by equivalents.40

Specifically, the Federal Circuit held that the amendment merely
clarified the claim, "[making] express what had been implicit in the
claim as originally worded."4

In Intermatic Inc. v. Lamson & Sessions Co.42 the Federal Circuit
held that the patent holder could not obtain any range of equivalents
with respect to a limitation that was added to a re-examined claim43

and the bar to equivalency extended to all claims that originally
contained the amended limitation.4 4 Specifically, the patent was for a
weatherproof electrical outlet cover that contained amended claims for
a device with an insert that served to fill a void between a base plate
and an electrical outlet, where the limitation had been added to avoid
prior art.45 Importantly, "arguments made to distinguish prior art...

32. Id.
33. Id. at 1376.
34. Id.
35. Id. at 1375 (alteration in original).
36. 274 F.3d 1371 (Fed. Cir. 2001).
37. Id. at 1377.
38. Id.
39. Id.
40. Id.
41. Id.
42. 273 F.3d 1355 (Fed. Cir. 2001).
43. Id. at 1366.
44. Id. at 1367. Patents generally have more than one claim, each of which can be

amended during the prosecution.
45. Id. at 1359, 1366.
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[were] retroactively applied to limit the scope of a claim limitation as of
the issue date of the patent, not the date those arguments were
made."46 Thus, from this holding, an amendment of a broader claim
bars access to any scope of equivalency as to the unamended narrower
claim.

47

Citing Festo the Federal Circuit decided several, additional cases
holding that some amendments preclude a range of equivalents,4 s while
other amendments do not affect the range of equivalents.49 One
consequence of the Festo complete bar holding may be that the district
court will immediately turn to the prosecution history to quickly resolve
patent infringement actions.

In an interesting and related decision, the Federal Circuit in Ballard
Medical Products v. Allegiance Healthcare Corp. ° held that the district
court's reference to prosecution history estoppel, even though not
conventionally referred to, in connection with a literal infringement
claim did not warrant reversal.5' In construing patent claims, the
Federal Circuit held that a court might hold one issue, such as
prosecution history, to be dispositive Specifically, when a patentee
advises the examiner (and the public after patent issuance) that a
particular structure is not within the patentee's invention, the patentee
is not permitted to assert in a subsequent infringement action that the
same structure is equivalent and within the patentee's invention. 3

46. Id. at 1367.
47. Id. Some claims are broad ("A table"), while others are narrower ("A table having

four legs").
48. Biovail Corp. Int'l v. Andrx Pharms., Inc., 239 F.3d 1297 (Fed. Cir. 2001) (holding

that when the patentee added an "admixture" limitation amendment to patent claim
language in the prosecution history, for reasons related to patentability, patent licensees
were barred from claiming that any product not containing "admixture," as construed to
be homogenous, infringed patent claim for a hypertension drug under doctrine of
equivalents; id. at 1304); Pioneer Magnetics, Inc. v. Micro Linear Corp., 238 F.3d 1341
(Fed. Cir. 2001) (holding amendment without explanation is presumed for patentability and
receives no range of equivalents; id. at 1345); J & M Corp. v. Harley-Davidson, Inc., 269
F.3d 1360, 1368-69 (Fed. Cir. 2001) (holding that a device using a single clamp design was
not infringed, either literally or under the doctrine of equivalents, by using a double clamp
design because the specification disclaimed coverage of a single clamp structure by
describing it as a flaw of prior art accessories; id. at 1368-69).

49. Bose Corp. v. JBL, Inc., 274 F.3d 1354 (Fed. Cir. 2001) (holding that an amendment
to claims to correct an antecedent basis problem during patent prosecution was not a
narrowing claim limitation and did not preclude determination that a patent was infringed
under the doctrine of equivalents; id. at 1359-60).

50. 268 F.3d 1352 (Fed. Cir. 2001).
51. Id. at 1359.
52. Id. at 1358.
53. Id. at 1359.
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To be patentable, an invention must be useful, novel and nonobvious.
Historically, the definition of "useful" has been broad, encompassing
almost anything that has use. In fact, the allegation that an invention
had some legitimate use, even if the inventor did not know the best use
for the invention, was sufficient to pass the useful bar. Most often,
patent applications are rejected by the PTO as lacking novelty or being
obvious in view of the prior art. The definition of "invention" also has
been broad, incorporating anything under the sun touched by the hand
of man. Machines, processes, business methods, drugs, genes, plants
and ornamental designs all have been patented. Further, a means-plus-
function can be patented, the "means" being a component, and the
"function" being a step or result. This past year brought some clarifica-
tions to what is patentable as well.

In J.E.M. Ag Supply, Inc. v. Pioneer Hi-Bred International, Inc. 4 the
Supreme Court held that Pioneer's newly developed plant breeds were
patentable under 35 U.S.C. § 101 of the Patent Act, and not just under
35 U.S.C. § 161 of the Plant Patent Act ("PPA"), which covers patents for
asexually reproduced plants, or the Plant Variety Protection Act
("PVPA"), 7 U.S.C. § 2402, which covers nonpatent protection for
sexually reproduced plants.5 5 Pioneer had a number of utility patents
under section 101 covering the company's inbred and hybrid corn seed
products. J.E.M. argued that Pioneer's plant patents could only be
patented under the PPA or the PVPA.56 The Supreme Court recognized
that the PPA and the PVPA are not the exclusive means of protecting
novel varieties of plants and that the PVPA does not restrict the scope
of patentable subject matter under section 101.57  The decision in
J.E.M. strengthens the decision in Diamond v. Chakrabart,58 which
noted that Congress intended 35 U.S.C. § 101 to include "'anything
under the sun that is made by man.'""5 The Supreme Court has clearly
spoken on the subject matter of 35 U.S.C. § 101, namely through the
Chakrabarty holding. As such, the Supreme Court, in J.E.M., recognized
that the exclusion of plant breeds from section 101 would improperly
narrow Chakrabarty."

54. 122 S. Ct. 593 (2001).
55. Id. at 598-99.
56. Id. at 596-98.
57. Id. at 603.
58. 447 U.S. 303 (1980).
59. Id. at 309 (quoting S. REP. NO. 82-1979, at 5 (1952); H.R. REP. No. 82-1923, at 6

(1952)).
60. 122 S. Ct. at 606.
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In Asyst Technologies, Inc. v. Empak, Inc.,61 the Federal Circuit
reversed the grant of summary judgment of noninfringement in an
action relating to patents on systems to be used in processing semicon-
ductor wafers into integrated circuits, and held that the "means-plus-
function"62 claims for structural features that do not actually perform
the recited function do not constitute corresponding structures and thus
do not serve as claim limitations. 3 Further, the Federal Circuit held
that means or steps for requirements do not "'permit incorporation of
structure from the written description beyond that necessary to perform
the claimed function.' ' 64 Specifically, "[t]he corresponding structure to
a function set forth in a means-plus-function limitation must actually
perform the recited function, not merely enable the pertinent structure
to operate as intended- . . . In Asyst the means limitation in the
claims did not identify a specific component, but did identify certain
functions associated with the means.66 Although other components of
the system allowed the invention to operate in intended fashion, those
components were not part of the structure that performed the functions
identified in the means limitation.67 The Federal Circuit held that, as
constructed, there was no literal infringement of the claims, but
remanded the case for claim construction and determination of
infringement under the doctrine of equivalents, to see if the allegedly
infringing device fell within the disclosed structure.68

There are some bars to getting a patent, such as prior public
disclosure, not being the actual inventor, suppression or concealment of
the invention and other events listed in 35 U.S.C. § 102. One such bar
is the "on sale" bar.69 This past year brought some clarifications as to
what exactly constitutes an "offer for sale" and whether an invention is
"ready for patenting" such that the on sale bar can be triggered.

In Linear Technology Corp. v. Micrel, Inc.,7° the Federal Circuit held
that the on sale bar is triggered by offers as defined by contract law.71

61. 268 F.3d 1364 (Fed. Cir. 2001).
62. See 35 U.S.C § 112, para. 6, which allows an applicant to claim a means for

performing a particular function.
63. 268 F.3d at 1369-70.
64. Id. (quoting Micro Chem., Inc. v. Great Plains Chem. Co., 194 F.3d 1250, 1257-58

(Fed. Cir. 1999)).
65. Id. at 1371.
66. Id. at 1372.
67. Id.
68. Id. at 1374.
69. 35 U.S.C. § 102(b).
70. 275 F.3d 1040 (Fed. Cir. 2001).
71. Id. at 1048.
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In Linear the Federal Circuit held that the patentee's internal communi-
cations between itself and its sales representatives did not constitute an
offer for sale to a customer, that the patentee's publication of prelimi-
nary data sheets and promotional information on the invention did not
constitute an offer for sale, and that "will advise" notations on the
patentee's acknowledgement did not indicate acceptance of a customers'
offer to buy the patentee's invention.12 In the context of the on sale
bar, "'[a]n offer is the manifestation of a willingness to enter into a
bargain, so made as to justify another person in understanding that his
assent to that bargain is invited and will conclude it."'73 Linear
establishes a clearer standard, favoring inventors, for offers begining the
one-year on sale bar.74

In other decisions, the Federal Circuit found that certain activities did
constitute an offer of sale. For example, in Special Devices, Inc. v. OEA,
Inc.,7" the Federal Circuit held that the on sale bar was triggered even
though the contract for sale was only for the purpose of commercial
stockpiling by a supplier and the sales took place in secret.76 In Space
Systems/Loral, Inc. v. Lockheed Martin Corp., the Federal Circuit
held that certain activity by the inventor did not make the invention
"ready for patenting," which is required to trigger the on sale bar.7"
The Federal Circuit found that an engineering proposal did not establish
that an invention was "ready for patenting" within the meaning of the
statutory on sale bar, where the inventor himself was uncertain whether
the invention could be made to work, and the invention was not
adequately developed to allow an enabling disclosure as required by the
patent statute.79

In a topic near and dear to any patent litigator's heart, the Federal
Circuit decided some cases relating to the award of attorney fees in
patent litigation.8" In Aptix Corp. v. Quickturn Design Systems, Inc., 1

the Federal Circuit held that while the alleged infringer was entitled to
attorney fees based on the patentee's litigation misconduct, the patent
at issue would not be invalidated, because litigation misconduct is not

72. Id. at 1052-53.
73. Id. at 1050 (quoting RESTATEMENT (SECOND) OF CONTRACTS § 24 (1981)).
74. Id. at 1052.
75. 270 F.3d 1353 (Fed. Cir. 2001).
76. Id. at 1354.
77. 271 F.3d 1076 (Fed. Cir. 2001).
78. Id. at 1080.
79. Id.
80. The provision in 35 U.S.C. § 285 allows the award of attorney fees in patent

litigation for exceptional cases.
81. 269 F.3d 1369 (Fed. Cir. 2001).
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the same as prosecutorial misconduct.12 In Aptix the patentee and its
nonexclusive licensee sued an alleged infringer. The patentee, Aptix,
was dismissed from the lawsuit on the basis of unclean hands because
Aptix had committed litigation misconduct by submitting falsified
engineering notebooks to the court to strengthen its case." Once the
patentee was dismissed, the infringement action was dismissed because
the nonexclusive licensee lacked standing.8 4 The Federal Circuit held
that the alleged infringer was entitled to costs and attorney fees for
being forced to defend against the infringement action because of the
patentee's exceptional fraud and misconduct.85 However, the Federal
Circuit could not invalidate the patent because the record did not
disclose any misconduct in acquisition of the patent right.8 "

In Brasseler, U.S.A., I, L.P v. Stryker Sales Corp.,8 the Federal
Circuit held that the applicant's lawyer had a duty to investigate
whether the applicant was barred from obtaining a patent under the on
sale bar and that the failure to do so prior to bringing an infringement
action created an exceptional case."8 The United States District Court
for the Southern District of Georgia granted judgment of invalidity on
the basis of an on sale bar defense and granted attorney fees to the
alleged infringer.8 9 Specifically, the district court held that if a patent
lawyer is on notice of a possible material event, that is, when informa-
tion of which the attorney is aware suggests the existence of specific
information that may be material, the attorney has a duty to investi-
gate. 0

Finally, several side issues in patent law were clarified, and some well
known companies were involved in some interesting decisions. In
Amazon.com, Inc. v. Barnesandnoble.com, Inc.," the Federal Circuit
vacated a preliminary injunction issued when Amazon.com sued
Barnesandnoble.com, alleging infringement of Amazon.com's patent on

82. Id. at 1378. Prosecutorial misconduct occurs during the prosecution of the patent
application before the PTO and includes such conduct as hiding material prior art, filing
falsified documents and declarations, and the like.

83. Id. at 1373-74.
84. Id. at 1375.
85. Id. at 1378.
86. Id.
87. 267 F.3d 1370 (Fed. Cir. 2001).
88. Id. at 1381.
89. Brassler U.S.A., I.L.P. v. Stryker Sales Corp., 93 F. Supp. 2d 1255, 1257, 1265 (S.D.

Ga. 2001), affd, 267 F.3d 1370 (Fed. Cir. 2001).
90. Id. at 1264.
91. 239 F.3d 1343 (Fed. Cir. 2001).
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a "1-Click®" system for placing a purchase order over the Internet. 92

The Federal Circuit held that although Amazon.com demonstrated likely
literal infringement of at least the four independent claims of the patent,
Barnesandnoble.com mounted a serious challenge to the validity of the
patent based on obviousness in light of prior art.93

In Rh6ne-Poulenc Agro, S.A. v. DeKalb Genetics Corp.,94 the Federal
Circuit held that a sublicensee could retain its interest in a patent as a
bona fide purchaser for value without notice of an outstanding equitable
or title claim in the patent.9" In Rh6ne-Poulenc, a sublicense of a
patent was held to be valid, even though the grantor's interest was
voided because the interest was acquired by fraud.96 The Federal
Circuit also decided that federal law controls interests and transfers in
connection with patents.9 v

In Exxon Corp. v. Phillips Petroleum Co.,9" the Federal Circuit held
that the PTO may take action contrary to an applicant's instructions to
avert a mistaken loss of rights and such action is within its statutory
authority.99 Exxon had instructed the PTO to cancel all the claims
pending in a patent application with the intention of pursuing the claims
in a continuation application.' 0 This is a red flag, because the patent
laws require at least one claim for filing purposes, so the PTO left claim
1 in the patent application.'01 Phillips argued that such action was
not within the PTO's authority and that the continuation application
should not have the priority date of the parent application. °2 The
Federal Circuit rejected this argument and held that the PTO's actions
were allowed so as to effectively maintain the priority for the continua-
tion application. 0 3 As a result, Phillips could not assert an interven-
ing reference to invalidate the patent.'°4

In International Nutrition Co. v. Horphag Research Ltd.,"°5 the
Federal Circuit held that a foreign court's decision might be granted

92. Id. at 1347.
93. Id.
94. 271 F.3d 1081 (Fed. Cir. 2001).
95. Id. at 1089-90.
96. Id. at 1084, 1090.
97. Id. at 1087-89.
98. 265 F.3d 1249 (Fed. Cir. 2001).
99. Id. at 1253.

100. Id. at 1251.
101. Id.
102. Id. at 1252.
103. Id. at 1253.
104. Id. at 1254.
105. 257 F.3d 1324 (Fed. Cir. 2001).
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comity in a patent case."°8 In International Nutrition, the Federal
Circuit affirmed the district court's grant of comity to a French court's
decision that determined ownership of a United States patent under
terms of French contract law.10 7 "As a general rule, comity may be
granted [in U.S. courts] where 'it is shown that the foreign court is a
court of competent jurisdiction, and that the laws and public policy of
the forum state and the rights of its residents will not be violated. '" 10 8

The Federal Circuit held that because comity is the rule of practice,
convenience, and expediency, rather than the rule of law, granting
comity in patent law cases is appropriate so long as the foreign court
abides by "'fundamental standards of procedural fairness. ' 10 9 Impor-
tantly, courts in patent law cases "will not extend comity to foreign
proceedings when doing so would be contrary to the policies or prejudi-
cial to the interests of the United States."110

In Flex-Foot, Inc. v. CRP, Inc.,"' the Federal Circuit held that a
settlement clause in which an alleged infringer agreed not to challenge
the validity of a patent was not contrary to public policy." 2 As a
general rule, any agreement in which an alleged infringer agrees not to
challenge the validity of a patent is against patent public policy."'
This policy stems from the principle that an infringer's incentive to
challenge a patent must be preserved to challenge potentially invalid
patents. 114 However, because the alleged infringer in Flex-Foot had an
adequate opportunity to conduct discovery into the validity of the patent,
the Federal Circuit decided that the settlement agreement was not void
as against patent public policy."5

In Schering Corp. v. Amgen Inc.," 6 the Federal Circuit held that a
patentee's definition of a term was limited to the definition as it was
understood by those of ordinary skill in the art at the time of the filing
of the application."7  The patentee discovered the recombinant DNA
coding for a single polypeptide termed "leukocyte interferon." Six

106. Id. at 1329.
107. Id. at 1329-30.
108. Id. at 1329 (quoting Cunard S.S. Co. v. Salen Reefer Serv. AB, 773 F.2d 452, 457

(2d Cir. 1985)).
109. Id. at 1329-30 (quoting Cunard, 773 F.2d at 457).
110. Id. at 1329.
111. 238 F.3d 1362 (Fed. Cir. 2001).
112. Id. at 1370.
113. Id. at 1368.
114. See id. at 1367-69.
115. Id. at 1370.
116. 222 F.3d 1347 (Fed. Cir. 2000).
117. Id. at 1352-54.
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months after filing the application, the term or nomenclature of
"leukocyte interferon" was redefined by a committee of scientists to IFN-
d, and the patentee amended the claims to reflect the change.'18 The
Federal Circuit held that the claims covered only IFN-A polypeptides and
not the later discovered subtypes, because IFN-d were the only
interferon polypeptides known at time the application was filed, even
though the DNA inserts were part of the public record via the public
deposits.1 9 Thus, the DNA inserts could not be used to construe the
claim, and the application was not given the benefit of later informa-
tion. 1

20

In Mentor HIS, Inc. v. Medical Device Alliance, Inc.,121 the Federal
Circuit held that Mentor, an exclusive licensee, lacked standing to sue
in its own name for patent infringement because Mentor did not have
"'all substantial rights"' in the patent.122 Under current law, only a
patentee holding an exclusive license with "all substantial rights" in a
patent can bring an action for patent infringement.'23 The Federal
Circuit found that the patentee retained all significant ownership rights
in the patent at issue because it could supervise and control the
licensee's product development, was obliged to pay the maintenance fees
for the patent, and, most importantly, had the first obligation to sue
parties for infringement. 124 Without joining the patentee, the Federal
Circuit held that the lower court lacked jurisdiction over the case;
however, the court invited Mentor to move to add the patentee as a
party.125  In a later opinion the court granted the motion of the
licensee to join the patentee. 126

III. TRADEMARK CASES

Relative to patent law, trademark law was refreshingly calm. In Jet,
Inc. v. Sewage Aeration System," 7 the Federal Circuit held that a prior
unsuccessful trademark infringement action does not result in claim

118. Id. at 1349-52.
119. Id. at 1355.
120. Id.
121. 240 F.3d 1016 (Fed. Cir. 2001).
122. Id. at 1017 (quoting Textile Prods., Inc. v. Mead Corp., 134 F.3d 1481, 1484 (Fed.

Cir. 1998)).
123. Id.
124. Id. at 1018.
125. Id. at 1018-19.
126. Mentor HIS, Inc. v. Med. Device Alliance, Inc., 244 F.3d 1365, 1373 (Fed. Cir.

2001).
127. 223 F.3d 1360 (Fed. Cir. 2000)
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preclusion 2 for a later cancellation proceeding of a federal registered
trademark.'29  As the set of facts underlying an infringement
claim' and the set of facts underlying a cancellation action 13 ' are
different, the Federal Circuit held that claim preclusion does not apply
when a cancellation proceeding is conducted after an infringement
proceeding. 3 2  Although both infringement and cancellation can
involve a "likelihood of confusion" analysis, the analysis is distinct in the
two contexts. 33 The "likelihood of confusion" in the infringement
context "is between the plaintiff's registered mark and the defendant's
use of words, symbols, etc.," and the "likelihood of confusion" in the
cancellation context "is between the respondent's registered mark and a
prior-registered trademark ... or prior use by the petitioner of an
unregistered mark."134 The Federal Circuit did note that issue preclu-
sion would prevent duplicative litigation.135

Use of a trademark on a product is sufficient to establish trademark
rights in services using the product. In Planetary Motion, Inc., v.
Techsplosion, Inc.,' the Eleventh Circuit held that Techsplosion had
established trademark rights by distributing software over the Internet,
even absent any money sales, and such activities were sufficient to

128. "[A] second suit will be barred by claim preclusion if: (1) there is identity of
parties (or their privies); (2) there has been an earlier final judgment on the merits of a
claim; and (3) the second claim is based on the same set of transactional facts as the first."
Id. at 1362.

129. Id. at 1364. A trademark infringement action is brought in federal or state court
to try to prevent a party from using a mark when one party believes another party is
infringing a trademark right. A cancellation proceeding is brought in the PTO to cancel
a registration from the register when one party believes the continued registration of the
mark would cause harm.

130. Id. The set of facts needed to establish an infringement claim are: (1) the plaintiff
possesses a valid registered trademark; (2) the defendant's use is of "any reproduction,
counterfeit, copy, or colorable imitation of the registered mark"; and (3) the defendant's use
is "in connection with the sale, offering for sale, distribution, or advertising of any goods
or services ... likely to cause confusion, or to cause mistake, or to deceive." 15 U.S.C.
§ 1114 (2000).

131. The set of facts needed to establish a cancellation action are: (1) the existence of
a registered mark held by the respondent; (2) the petitioner's belief that it is damaged by
the mark; (3) the petition was filed within five years (in most cases) of the registration or
publication of the mark; (4) the grounds upon which the mark should not have been
registered, such as causing confusion, mistake, or deception; and (5) no possibility of
concurrent use and registration. See 15 U.S.C. § 1064 (2000).

132. 223 F.3d at 1365.
133. Id. at 1364.
134. Id.
135. Id. at 1365-66.
136. 261 F.3d 1188 (11th Cir. 2001).
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establish trademark rights in the software's name.137 The court found
that the distribution satisfied the "use in commerce"' requirement
and was "sufficiently public to create ownership rights in the mark.""'
As there is no requirement that a trademark for software either appear
on a box containing the product, be displayed on the screen when the
program is running, or be at the point of sale for the product, the
public's association of the mark with a product in any particular way is
sufficient to create trademark rights. 140 Further, the court held that
Techsplosion's trademark rights for purposes of determining infringe-
ment extended from the software itself to its subsequent service utilizing
the software, as consumers reasonably could have attributed the
software and the service under the same name to the same source.'
Because Techsplosion had acquired trademark rights, the court affirmed
the lower court's injunction prohibiting Planetary Motion from using the
same or any similar mark in connection with the same or related
services.

142

Punitive damages must be in line with the violation and cannot be so
large as to shock the conscience. In Cooper the Supreme Court vacated
a jury's punitive damage award of $4.5 million in an unfair competition
action out of concern that the award may have violated the Eighth and
Fourteenth Amendments of the Constitution.' 43 In Cooper the defen-
dant designed and marketed a competing multifunction tool that was
actually a modified version of plaintiff's tool. The court found defendant
unfairly competed with plaintiff when the defendant used a photograph
of plaintiff's tool, in defendant's advertising, and called the tool
defendant's own.'" The Supreme Court labeled the punitive damage
award as "quasi-criminal."45 This case changes the standard of review
for punitive damages and should make it easier to reverse punitive
damage awards in all areas of law.'"

In an interesting paradox, a court can determine that attorneys should
have charged more for their time. In Tire Kingdom the standard for
determining an appropriate rate for attorney fees was clarified when the

137. Id. at 1194.
138. "Use in commerce" is the jurisdictional predicate for an application or registration

under the Lanham Act. See supra note 3.
139. 261 F.3d at 1196.
140. Id. at 1197-98 (citing 15 U.S.C. § 1127 (2001)).
141. Id. at 1201-02.
142. Id. at 1203, 1205.
143. 532 U.S. at 424-35, 443.
144. Id. at 424.
145. Id. at 432.
146. Id. at 436, 443.
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Eleventh Circuit held that the case was an "exceptional case" under the
Lanham Act and justified an award of $300,000 in attorney fees, and
over $20,000 in costs.1 47 The district court granted summary judgment
for the defendants on the Lanham Act claim and dismissed the state law
claims without prejudice.148 As neither party appealed the grant of
summary judgment, the primary issue on appeal was the determination
of attorney fees. The plaintiff argued that such fees should be deter-
mined by the contract between the defendants and their attorneys
instead of determining rates reflecting prevailing market rate.14

' The
court, however, applied an approach in which the judge is to determine
a reasonable hourly rate.50 The Eleventh Circuit held that while the
agreed upon billing rate is a strong indication of a reasonable rate, it
does not necessarily act as a cap or ceiling in determining the reasonable
hourly rate. 5' The court emphasized that it was important in the
context of contingent fee arrangements not to place a strict limit on
awards "so long as the rate results in no windfall for the prevailing
party."

15 2

Authentic goods can be infringing goods. In Davidoff & Cie, S.A. v.
PLD International Corp.,15' the Eleventh Circuit held that unautho-
rized resale of authentic goods in altered packaging can constitute
infringement.5 4 In Davidoff, the court was confronted with the
circumstances under which the resale of a genuine product, obtained
legally with a registered trademark, can be considered infringement.
PLD acquired Davidoff fragrances that were intended for overseas sale.
PLD then distributed these goods to discount retail stores in the United
States with the original codes on the bottom of the boxes covered by
white stickers and the batch codes on the bottles themselves obliterated
with an etching tool to prevent Davidoff from discovering who sold the.
fragrances to PLD."55 Although both the United States goods and the
overseas goods contained the identical ingredients and looked identical
but for the etched bottles, the Eleventh Circuit found that a consumer
might believe that the product had been harmed or tampered with and
might be confused as to the source of the product. 5 ' The court

147. 253 F.3d at 1336.
148. Id. at 1334.
149. Id. at 1335-37.
150. Id. at 1337.
151. Id.
152. Id.
153. 263 F.3d 1297 (11th Cir. 2001).
154. Id. at 1304.
155. Id. at 1299.
156. Id. at 1301-02.
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therefore found the etched product to be materially different, and
rejected PLD's argument that confusion was impossible because the
product was the same.'57 The court recognized the purpose of trade-
mark law-to protect consumers from being misled-may be undercut by
materially different products that have the same trademark because
such products may confuse consumers and erode consumer goodwill
toward the mark.18

IV. COPYRIGHT CASES

Frankly, I don't give a damn whether the wind done gone with the
wind. In SunTrust Bank v. Houghton Mifflin Co.,159 the Eleventh
Circuit held that the district court's grant of a preliminary injunction
against Houghton, enjoining the publication and distribution of the book
The Wind Done Gone ("TWDG") based on alleged infringement of the
copyright of Margaret Mitchell's famous book Gone With The Wind
("GWTW'), violated the First Amendment. 6 ' Tracing through the
history of "fair use,"'6 ' the court stated the doctrine of "fair use" in
part was developed to balance the Copyright Clause and the First
Amendment of the Constitution. 16 2  The result is that "'copyright
assures authors the right to their original expression, but encourages
others to build freely upon the ideas and information conveyed by the
work.""6 " Specifically, the Eleventh Circuit held that the Copyright
Act allows the use of a copyrighted work for purposes of criticism or
comment." "Because of the First Amendment principles built into
copyright law through the idea/expression dichotomy and the doctrine of
fair use, courts often need not entertain related First Amendment

157. Id. at 1300.
158. Id. at 1301.
159. 268 F.3d 1257 (11th Cir. 2001). SunTrust is the trustee of the Mitchell Trust,

which holds the copyright to Gone With The Wind.
160. Id. at 1276.
161. Id. at 1267-76. See 17 U.S.C. § 107, which provides a limitation on the exclusive

rights granted under the copyright laws under which a copyrighted work may be used by
others without infringing the copyright. Section 107 sets out a four-factor test to determine
whether a use is a fair use.

162. Id. at 1263 (citing Eldred v. Reno, 239 F.3d 372, 375 (D.C. Cir. 2001) ("[tlhe first
amendment objection ... was misplaced '[i]n view of the First Amendment protections
already embodied in the Copyright Act's distinction between copyrightable expression and
uncopyrightable facts and ideas, and the latitude for scholarship and comment traditionally
afforded by fair use'" (quoting Harper & Row Publishers, Inc. v. Nation Enters., 471 U.S.
539, 560 (1985)) (second alteration in original).

163. Id. at 1264 (quoting Feist Publ'ns, Inc. v. Rural Tel. Serv. Co., 499 U.S. 340,
349-50 (1991)).

164. Id. at 1267 (quoting 17 U.S.C. § 107 (2001)).
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arguments in a copyright case."" 5 Although acknowledging that
"[there is no bright line that separates the protectable expression from
the nonprotectable idea in a work of fiction,"" the Eleventh Circuit
applied the four-factor test for elucidating fair use protection and held
that TWDG had a good possibility of prevailing on the merits of a fair
use defense, and thus vacated the preliminary injunction.167

The court held that the first factor-the purpose and character of the
work-weighed towards a finding of fair use.16  Although TWDG
serves a commercial purpose (an aspect against finding fair use), this
commercial purpose, the court found, is strongly outweighed in view of
the highly transformative use of GWTWs copyrighted elements.16 9 The
Eleventh Circuit, quoting the Supreme Court, held that the "'more
transformative the new work, the less will be the significance of other
factors, like commercialism, that may weigh against a finding of fair
use.'" 170  Noting that a work's transformative value is of special
importance in the realm of parody, the court found that TWDG "is
principally and purposefully a critical statement that seeks to rebut and
destroy the perspective, judgments, and mythology of GWTW.""7'
Because TWDG's transformative nature expands on the parody, this
factor was found to favor fair use.17

1

The court dismissed the second factor-the nature of the copyrighted
work-as not applicable. 17  The court "recognize[d] that there is a
hierarchy of copyright protection in which original, creative works are
afforded greater protection than derivative works or factual compila-
tions" and that GWTW was "entitled to the greatest degree of protection
as an original work of fiction."'74 However, the court dismissed the
factor by suggesting that it had "little weight in parody cases . . . 'since
parodies almost invariably copy publicly known, expressive works. '" 75

165. Id. at 1264-65 (citing Eldred, 239 F.3d at 376). Copyright protects the expression
of a work and not the idea behind the work. For example, the copyright in GWTW protects
the particular love story during the Civil War as expressed by Margaret Mitchell but not
the idea of any love story during the Civil War. Anyone is free to write his or her own love
story during the Civil War time period.

166. Id. at 1266.
167. Id. at 1267-76.
168. Id. at 1271.
169. Id. at 1269.
170. Id. at 1270 (quoting Campbell v. Acuff-Rose Music, Inc., 510 U.S. 569, 579 (1994)).
171. Id. at 1269-70.
172. Id. at 1271.
173. Id.
174. Id.
175. Id. (quoting Campbell, 510 U.S. at 586).
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Evaluating the third factor--"'the amount and substantiality of the
portion used in relation to the copyrighted work as a whole'"' 76-the
court found the record inadequate to support a finding either for or
against fair use on this factor.'7 7  The court noted that the parody
"'must be able to conjure up at least enough of [the] original to make the
object of its critical wit recognizable. '"7 8  The court, again citing the
Supreme Court, held that parodists were not required to take the bare
minimum amount of copyright material necessary to make the connec-
tion between the parody and the original work. 17'9  Although TWDG
appropriates a substantial portion of the protected elements of
GWTW, i

18 TWDG takes nothing from GWTW that does not serve a
parodic purpose. The court could not decide whether "too" much was
taken, but found this factor favored fair use because the work was a
parody.

8
1

Evaluating the final fair use factor-the effect that the publication of
TWDG had on GWTW-the court found that the market for or value of
the copyright in GWTW, including the potential harm to the market for
derivative works based on GWTW, favored a finding of fair use.'82 In
addressing this factor, the court was forced to "consider not only the
extent of market harm caused by the particular actions of the alleged
infringer, but also whether unrestricted and widespread conduct of the
sort engaged in by the defendant [] would result in a substantially
adverse impact on the potential market." 8' The court also looked at
the "adverse impact only by reason of usurpation of the demand for
[GWTW] through defendant's copying of protectable expression from
[GWTW]." Although SunTrust proffered evidence of the value of its
copyright in GWTW, 85 the court was not swayed and concluded that

176. Id. (quoting 17 U.S.C. § 107(3) (2001)).
177. Id. at 1274.
178. Id. at 1273 (quoting Campbell, 510 U.S. at 588) (alteration in SunTrust).
179. Id.
180. Id. at 1272. The famous ending of GWTW, "Tomorrow, I'll think of some way to

get him back. After all, tomorrow is another day," became in TWDG, "For all those we love
for whom tomorrow will not be another day, we send the sweet prayer of resting in peace."
Id.

181. Id. at 1274.
182. Id. at 1275-76.
183. Id. at 1274.
184. Id. (citing Consumer's Union of U.S., Inc. v. Gen. Signal Corp., 724 F.2d 1044 (2d

Cir. 1993)).
185. Several derivative works of GWTW have been authorized, including the movie and

a book titled Scarlett: The Sequel, and there is evidence that SunTrust has negotiated an
agreement with St. Martin's Press permitting it to produce another derivative work based
on GWTW, for which St. Martin's paid "well into seven figures," in which part of the

2002] 1491



MERCER LAW REVIEW

SunTrust's evidence fell short of establishing that TWDG will act as a
market substitute for GWTW or will significantly harm its deriva-
tives."8 6 Thus, after the court found the fourth fair use factor to weigh
in favor of TWDG, the court held that defendant-parodist was entitled
to raise the fair use defense." '

Under copyright law, expert witnesses can be considered the same as
fact witnesses when considering an award of costs. In Artisan Contrac-
tors Ass'n of America, Inc. v. Frontier Insurance Co.,"'8 the Eleventh
Circuit held that Artisan could not recover expert witness fees in excess
of the amount set forth in the statute limiting recovery of such fees.' 89

Specifically, Artisan prevailed on infringement of its copyright,' 90 with
the jury finding that Frontier had willfully infringed that copyrighted
material.' 9' "After including statutory damages and prejudgment
interest, the district court entered judgment in the amount of
$89,593.00. " '92 Following the entry of the judgment, Artisan filed a
motion, which was denied, to recover all of its expert witness fees.' 93

The Eleventh Circuit reasoned that the "full costs" language in 17 U.S.C.
§ 505 does not constitute clear, explicit or plain evidence of congressional
intent to treat 17 U.S.C. § 505 costs differently from costs authorized in
other statutes." Thus, the court held that "expert witness fees
taxable as costs pursuant to § 505 are limited as provided in 28 U.S.C.
§§ 1920 and 1821(b)."'95 As such, the costs to Artisan for its expert
witness fees were limited to the $40 limit provided for in 28 U.S.C.
§ 1821(b).'

96

An author can prevent the use of his or her copyrighted works in a
new or different medium than the one the author previously gave a
license to use the work in. In New York Times Co. v. Tasini,'97 the
Supreme Court held that new electronic and CD-ROM databases
containing individual articles from multiple editions of old periodicals

agreement was that SunTrust would not authorize any other derivative works prior to the
publication of St. Martin's book.

186. Id. at 1275-76.
187. Id. at 1276.
188. 275 F.3d 1038 (11th Cir. 2001).
189. Id. at 1039.
190. Id. at 1038.
191. Id. at 1039.
192. Id.
193. Id. at 1038-39.
194. Id. at 1039.
195. Id. at 1040.
196. Id.
197. 533 U.S. 483 (2001).

1492 [Vol. 53



INTELLECTUAL PROPERTY

were part of revisions of individual periodical issues from which the
articles were taken.19 Tasini and five other freelance authors contrib-
uted articles to the New York Times, which then licensed the right to
copy the articles to LEXIS/NEXIS for the creation of a computerized
database.199 Although the New York Times owned the copyright in the
collective work,2" the Supreme Court rejected the argument that, as
the copyright owner of the collective work, the New York Times merely
was exercising the privilege § 201(c) accorded them to reproduce and
distribute the author's discretely copyrighted contribution. 0 1 The
court thus concluded that the New York Times was liable for infringe-
ment.202

Similarly, in Greenberg v. National Geographic Society, °3 the
Eleventh Circuit held that the construction of a searchable electronic
collection on a CD-ROM using copyrighted photographs of National
Geographic Society's past issues infringed freelance photographer,
Greenberg's, exclusive right to prepare derivative works.0 4 The court
held that a searchable CD-ROM library of past issues was not a
"revision."2

1 The court reasoned that National Geographic had
created a new product, in a new medium, for a new market that far
transcended any privilege of revision or other mere reproduction that
amounted to a derivative work.20 ' National Geographic argued that
any infringement was de minimis because it had a collective work
copyright; however, the defense was discounted because of both the
quality and quantity of the use.20 7  Because of the educational and
entertainment aspects of National Geographic's work, the court urged
the district court to consider alternatives, such as mandatory license
fees, in lieu of foreclosing the public's access to the work.20 8

198. Id. at 503-06.
199. Id. at 489.
200. See id. at 488-89. See 17 U.S.C. § 101 (2001), which defines a collective work as

"a work, such as a periodical issue, anthology, or encyclopedia, in which a number of
contributions, constituting separate and independent works in themselves, are assembled
into a collective whole."

201. 533 U.S. at 488-89.
202. Id.
203. 244 F.3d 1267 (11th Cir. 2001).
204. Id. at 1274.
205. Id. at 1272 (citing 17 U.S.C. § 201(c) (an exception allowing publishers to re-use

copyrighted photographs which had appeared in past issues)).
206. Id. at 1274-75.
207. Id. at 1275.
208. Id. at 1276.
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In Lipscher v. LRP Publications, Inc.,2"9 the Eleventh Circuit held
that the Copyright Act preempted state law unfair competition claims
and similar state statutory claims.21° The plaintiff brought a state law
unfair competition action against defendant alleging that defendant
obtained unlawful subscriptions to one of the plaintiff's publications and
then used the information in its own products.211 Applying the two
part preemption test from 17 U.S.C. § 301(a)212 as interpreted in Crow
v. Wainwright,21 the court found that the state law claims of unfair
competition fell within the subject matter of copyright law and granted
an equivalent exclusive right under section 106.214 Although the
copied publication was not copyrightable, it was within the statutory
subject matter of the Copyright Act.215 Further, the court found the
state law essentially allowed exclusive rights equivalent to the Copyright
Act.21

" After the court applied the two part test for preemption, it held
that the "extra element" test did not preserve the claims from preemp-
tion because there was not such an extra element to prevent a finding
of preemption.217

V. TRADE SECRET CASES

In Georgia Department of Natural Resources v. Theragenics Corp.,218

the Georgia Supreme Court held that the Environmental Protection
Division ("EPD") of the Department of Natural Resources must protect
a manufacturer's trade secrets revealed in required disclosures to the
EPD.215 Specifically, Theragenics' operations were subject to regula-
tion by the EPD and accordingly Theragenics was required to submit
"proprietary" or trade secret material to the EPD for regulatory
approval. 20  The radioactive seeds, used in a cancer treatment proce-

209. 266 F.3d 1305 (11th Cir. 2001).
210. Id. at 1311.
211. Id. at 1308.
212. 17 U.S.C. § 301(a) (2001).
213. 20 F.2d 1224, 1225-26 (11th Cir. 1983).
214. 266 F.3d at 1311-12.
215. Id. at 1311.
216. Id. at 1312 (the state law gave the right to reproduce the work, to prepare

derivative works, and to distribute copies to the public).
217. Id. at 1312 (citing Foley v. Luster, 249 F.3d 1281, 1285 (lth Cir. 2001)). The

"extra element" test allows a state law to co-exist with federal copyright law if "an extra
element" is required "instead of or in addition to the acts of reproduction, performance,
distribution or display." Id.

218. 273 Ga. 724, 545 S.E.2d 904 (2001)
219. Id. at 726, 545 S.E.2d at 906.
220. Id. at 724, 545 S.E.2d at 905. Theragenics was the first company to produce and

market a Palladium seed (radioactive material, Pd-103). Id.
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dure know as brachytherapy, are manufactured using a proprietary
method.221 Pursuant to the Georgia Open Records Act,222 the EPD
intended to disclose all files not marked confidential. 223  However, as
certain files were not marked properly, Theragenics urged the EPD not
to disclose them. The EPD asserted that the files not marked confiden-
tial were not trade secrets because they had been disclosed to the
EPD.2

2 The Georgia Supreme Court held that Theragenics had not
waived trade secret protection on the unmarked files. 22

1 "[Slo long as
[a regulated business] has attempted to prevent its competitors or the
public at large from obtaining its proprietary material,"226 the EPD
could not assert that the Open Records Act compelled governmental
disclosure. 227 As such, Theragenics continued to possess trade secret
rights in the files, and the Georgia Supreme Court affirmed the
preliminary injunction against the EPD's unauthorized disclosure of
proprietary material.2

In Lamb v. Turbine Designs, Inc.,229 which arose as a certified
question from the Eleventh Circuit,3 ° the Georgia Supreme Court held
that an alleged disclosure of a trade secret via an application submitted
to a federal agency in Georgia was not sufficient to impose jurisdiction
on a nonresident under the Georgia long-arm statute.23 ' The defen-
dant filed an application with the Atlanta office of the Federal Aviation
Administration ("FAA") containing a trade secret owned by the
plaintiff.23 2 The Georgia Supreme Court noted that the contact with
Georgia arose only out of the location of the FAA office, and that the
plaintiffs had a forum in another state to litigate the claims.3 3 In
addressing the certified question, the Georgia Supreme Court adopted
the "government contacts" exception to the exercise of personal

221. Id.
222. O.C.G.A. § 50-18-70 (1998 & Supp. 2001).
223. 273 Ga. at 724, 545 S.E.2d at 905.
224. Id. at 726, 545 S.E.2d at 906.
225. Id.
226. Id.
227. Id. at 725-26, 545 S.E.2d at 906.
228. Id. at 726, 545 S.E.2d at 906.
229. 273 Ga. 154, 538 S.E.2d 437 (2000).
230. Id. at 154-55, 538 S.E.2d at 438. The Eleventh Circuit "certified the following

question to [the Supreme Court of Georgia]: In Georgia, is a non-resident subject to
personal jurisdiction under O.C.G.A. § 9-10-91(2) when he improperly discloses another
non-resident's trade secret to a federal agency at its Georgia office?" Id.

231. Id. at 155, 538 S.E.2d at 438.
232. Id.
233. Id. at 156, 158, 538 S.E.2d at 439, 441.
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jurisdiction under a jurisdiction's long-arm statute.2  Under the
exception, a nonresident's contact with a jurisdiction that consists solely
of a contact with a governmental entity located within the jurisdiction
is not counted in a personal jurisdiction analysis. 235 Thus, petitioning
the FAA in Atlanta, even if the petition included the misappropriation
of trade secrets under Georgia law, cannot be considered a basis for
subjecting a nonresident to personal jurisdiction in Georgia.236

In Telecomm Technical Services, Inc. v. Siemens Rolm Communica-
tions, Inc.,237 the United States District Court for the Northern District
of Georgia denied summary judgment to the defendants, holding that an
Independent Service Organization ("ISO") could violate the Sherman Act
through its refusal to sell or license trade secrets once products had
come to market.23

' However, the district court refused to extend a
decision in which the Eleventh Circuit held that nothing limits a
patentee to "'refuse to sell or license in markets within the scope of the
statutory patent grant '' 23 9 in the trade secret arena.2 ° As such, the
district court found that trade secrets do not enjoy the same degree of
protection from refusal-to-deal claims and antitrust claims as do
patented and copyrighted items.24'

VI. TRADE DRESS

Often people will choose a product because of its look, or trade dress.
Sometimes this look is protected by a patent. In TrafFix Devices, Inc. v.
Marketing Displays, Inc.,242 the Supreme Court held the existence of
an expired patent on features claimed as trade dress created a strong
evidentiary inference of the design's functionality, thus precluding trade
dress protection for the features.243 The Supreme Court stated that an
expired patent on features "adds great weight to the statutory presump-
tion that features are deemed functional,"244 and the party attempting
to establish trade dress protection has a heavy burden of showing that

234. Id. at 156, 538 S.E.2d at 439.
235. Id. at 157, 538 S.E.2d at 439-40.
236. Id. at 159, 538 S.E.2d at 441.
237. 50 F. Supp. 2d 1365 (N.D. Ga. 2000).
238. 150 F. Supp. 2d at 1367. See also Telecomm Tech. Servs., Inc. v. Siemens Rolm

Comm. Inc., 66 F. Supp. 2d 1306 (N.D. Ga. 1998).
239. 150 F. Supp. 2d at 1369 (quoting In re Independent Serv. Orgs. Litig., 203 F.3d

1322, 1327 (Fed. Cir. 2000)).
240. Id.
241. Id. at 1370.
242. 532 U.S. 23 (2001).
243. Id. at 30.
244. Id.
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the features are not functional.245 In TrafFix, the patent covered
spring-loaded traffic signs. After the patent expired, the plaintiff sued,
alleging that the defendant's spring-loaded signs, which arguably fell
within the claims of the expired patent, infringed the plaintiff's trade
dress in such signs. In this case, the Supreme Court decided that the
alleged trade dress features were the functional features previously
covered by the now expired patent and, therefore, no trade dress
protection was available. Unfortunately, the Supreme Court did not
reach the question of whether the Patent Clause of the Constitution
prohibits the holder of an expired utility patent from claiming trade
dress protection.24 s

VII. FINAL NOTES

The downturn in the dotcom economy has not affected the protection
of intellectual property. Companies and people still want to protect their
intellectual capital. Some say that in some instances the courts have
strengthened protection, while in other instances the courts have
weakened protection. Others say that the courts have done neither, but
have only clarified the already existing laws. In the next year there will
likely be additional clarifications at the Supreme Court level.

245. Id.
246. Id. at 26, 35.
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