
COMMENT

THE UNITED STATES COURT OF CLAIMS ON
COPYRIGHT: WILLIAMS & WILKINS COMPANY V.

UNITED STATES IN PERSPECTIVE*
In the first copyright case within its jurisdiction' the United States Court

of Claims, over vigorous dissents2 and amid a plethora of amici curiae,,
reversed its trial commissioner' and held that the photocopying of articles
published in plaintiff's medical journals constituted a "fair use" of the
material by the National Institutes of Health and the National Library of
Medicine. The decision is the first to squarely face the issue of library
photocopying as an infringement of a copyright, and the first to hold the
making of an identical duplicate of a copyrighted work to be a "fair use"
of that work. This article traces the history of the jurisdiction of the United
States Court of Claims as it relates to copyright law; discusses the case of
Williams & Wilkins Co. v. United States;5 suggests that the United States
Court of Claims misconstrued and misapplied the doctrine of "fair use;"
and offers comments on minimum statutory damages.

I. JURIsvIMcoN OVER CoPYEIGHr CASES

The United States Court of Claims' sits in Washington, D.C.7 and is
composed of seven judges.' The court adjudicates certain specified claims
against the United States.' Cases are first heard by a trial commissioner 0

who makes findings of fact, writes reports, and in some cases, writes opin-

* This article was submitted in the Nathan Burkan Memorial Competition sponsored by

the American Society of Composers, Authors and Publishers.
EDITOR'S NOTE: After this article was submitted for publication, the Williams & Wilkins
decision was affirmed per curiam by an equally divided Court. - U.S. - , 95 S. Ct. 1344
(1975).

1. William & Wilkins Co. v. United States, 487 F.2d 1345 (Ct. Cl. 1973), cert. granted,
417 U.S. 907 (1974).

2. Chief Judge Cowan, id. at 1363, joined by Judge Kunzig, id. at 1386, and Judge Nichols
(with additional remarks), id. at 1386.

3. Id. at 1346.
4. The commissioner's opinion can be found at 172 U.S.P.Q. 670 (Ct. Cl. Comm'r. 1972).

A large portion of his opinion is incorporated in the dissent of Chief Judge Cowan, 487 F.2d
at 1372.

5. 487 F.2d 1345 (Ct. Cl. 1973), cert. granted, 417 U.S. 907 (1974).
6. Hereinafter referred to as the "Court of Claims," the "full court," or the "court."
7. 28 U.S.C. §174 (1970).
8. 28 U.S.C. §171 (1970).
9. 28 U.S.C. §§1491 et seq. (1970).
10. CT. CL. R. 13(a), (b) (1970). See also 28 U.S.C. §792 (1970).
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MERCER LAW REVIEW

ions containing conclusions of law." The commissioner's report or opinion
is then subject to review by the court."

Although the Court of Claims was established in 1855,'1 its proper place
in the federal judicial system remained uncertain until recent years. In
1865 it was considered not to be a court at all but an agency of Congress
and the Secretary of the Treasury.'4 This situation was quickly changed by
statute,' 5 and appeals from the court's decisions were accepted by the
Supreme Court.'" Thereafter, the Court of Claims was considered to be a
legislative (art. I) court" until 1953 when Congress declared that it was to
be a constitutional (art. I) court.'" The new status was approved by a
plurality of the Supreme Court."

Copyright is described as an incorporeal right in material which exists
separate from the material itself. 0 A property right in published material
developed in sixteenth century England as a right of the printer." Early
decrees and statutes licensing published works were actually little more
than repressive censorship laws," but it is from them that modem methods
of copyright registration evolved.?3 The first statutory copyright for authors
was provided by the English Statute of Anne in 1709.24 The framers of the
United States Constitution made provisions for copyright,' 5 and the first

11. Id.
12. CT. CL. R. 13(d) (1970).
13. Act of Feb. 24, 1855, ch. 122, 10 Stat. 612.
14. Gordon v. United States, 117 U.S. 697 (1865), is the opinion of Justice Taney which

was evidently misplaced when the appeal was dismissed, Gordon v. United States, 69 U.S.
(2 Wall.) 561 (1865). The opinion was found after Justice Taney's death and published.

15. Act of March 17, 1866, ch. 19, 14 Stat. 9.
16. United States v. Jones, 119 U.S. 477 (1886). The first appeal accepted was DeGroot

v. United States, 72 U.S. (5 Wall.) 419 (1866).
17. Williams v. United States, 289 U.S. 553 (1933).
18. Act of July 28, 1953, ch. 253, §1, 67 Stat. 226 amending 28 U.S.C. §171 (1970).
19. Glidden v. Zdanok, 370 U.S. 530 (1962).
20. Stevens v. Gladdings, 58 U.S. (17 How.) 447, 453 (1854); 17 U.S.C. §27 (1970).
21. 'A BIRRELL, SEvEN LECTURES ON THE LAW AND HISTORY OF COPYRIGHT IN BOOKS, 41-96

(1899, reprinted 1971); 4 W. HOLDSWORTH, A HISTORY OF ENGLISH LAW, 360-79 (2d ed. 1937).
22. The Licensing Act, 14 Car. I, c. 33 (1662) begins:

Whereas . . . many evil disposed persons have been encouraged to print and sell
heretical schismatical blasphemous seditious and treasonable Books Pamphlets
and Papers. ...

23. Section II of the Licensing Act (note 22 supra) provides that no private person shall
print any book unless first licensed by specified persons and registered with the Stationer's
Company. Section III provides that the license shall be printed at the beginning of the book.
Cf. 37 C.F.R. §§201.1 et seq. (1973).

24. 8 Anne, c. 21 (1709).
25. The Congress shall have the Power .... To promote the Progress of Science

and useful Arts, by securing for limited Times to Authors and Inventors the exclu-
sive Right to their respective Writings and Discoveries. U.S. CONST. ART. I, §8, cl.
8.

1402 [Vol. 26



COMMENT

copyright act, based largely on the Statute of Anne, was passed by the First
Congress."6

The current law of copyright was enacted in 1909" and is codified as
Title 17 U.S.C.1s It provides for the registration of fourteen classes of
works. 0 The proprietor of a registered copyright then has certain rights,'
among the most important of which is the right "[t]o print, reprint,
publish, copy and vend the copyrighted work."32 Remedies for infringe-
ment of these rights are provided" and are exercisable only in federal
court.3

Federal courts are, of course, courts of limited jurisdiction.3 5 This is
particularly true of the Court of Claims because the United States, as
sovereign, cannot be sued without its consent." In 1892 a claim for copy-
right infringement was brought before the Court of Claims and dismissed
for lack of jurisdiction. Thereafter, the rule appeared to be that the
United States was immune from suit for copyright infringement., A pro-
prietor's only recourse was to bring an action in district court against the
particular individuals responsible for the infringement." To remedy this
situation, Congress, in 1960, consented for the United States to be sued for
copyright infringement but only for damages and only in the Court of
Claims. 0 The Williams & Wilkins Company presented the first claim de-
cided under this act."4

II. THE FACTS AND THE DEFENSES OTHER THAN "FAIR USE"

Plaintiff, Williams & Wilkins Company, is a commercial publisher of
medical journals and derives its income primarily from subscription sales

26. Act of May 31, 1790, ch. 15, 1 Stat. 124.
27. Act of March 4, 1909, ch. 320, 35 Stat. 1075.
28. Act of July 30, 1947, ch. 391, 61 Stat. 652.
29. 17 U.S.C. §§6-32 (1970). See 37 C.F.R. §§202.1 et seq. (1974) for current registration

procedures.
30. 17 U.S.C. §5 (1970). Sound recordings were added in 1971, 17 U.S.C.A. §5(n) (Supp.

1974).
31. 17 U.S.C. §1 (1970).
32. 17 U.S.C. §1(a) (1970).
33. 17 U.S.C. §101 et seq. (1970).
34. 28 U.S.C. §1338 (1970).
35. C. WWRGHr, FaEE 4 L CouRrs §7 (2d ed. 1970).
36. United States v. Sherwood, 312 U.S. 584 (1941); DeGroot v. United States, 72 U.S.

(5 Wall.) 419, 431 (1866).
37. Lanman v. United States, 27 Ct. Cl. 260 (1892).
38. Turton v. United States, 212 F.2d 354 (6th Cir. 1954). See Wihtol v. Crowe, 309 F.2d

777 (8th Cir. 1962), for the proposition that a state cannot be sued for copyright infringement.
39. Towle v. Ross, 32 F. Supp. 125 (D. Ore. 1940). Government employees, sued for

photostating maps, claimed "fair use," and lost.
40. Act of Sept. 8, 1960, §1, 74 Stat. 855 amending 28 U.S.C. §1498.
41. 487 F.2d at 1346 n. 1.
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and only a small portion from advertising. 2 The National Institutes of
Health (NIH) and the National Library of Medicine (NLM) maintain
subscriptions to several of plaintiffs publications.'3

NIH is the government's principal instrumentality for medical re-
search." It consists of several institutions, each of which conducts research
within its designated area of expertise. 45 To assist its researchers, NIH
maintains an extensive library of scientific literature and subscribes to
approximately 3,000 scientific journals.'" The photocopying service is part
of the library and consists of four employees, various duplicating devices,
and, in 1970, was operated on a budget of $86,000.' 7 When an NIH re-
searcher requests a particular journal article, a non-returnable photocopy
is made and sent to him. In 1970, NIH copied 930,000 pages, filling 85,744
requests.'8

NLM was established in 1956 for the express purpose of aiding in the
dissemination of information important to the public health.'9 NLM lends
its materials to public and private institutions. When journal articles are
requested, the "loan" takes the form of a non-returnable photocopy of that
article 5 NLM's policy is to make only one photocopy per request. The
photocopying at NLM is justified on the basis of a 1935 "gentlemen's
agreement" between the National Association of Book Publishers and the
Joint Committee on Materials for Research. The agreement allowed librar-
ies to photocopy portions of copyrighted works in lieu of lending the origi-
nals if the particular copy was to be used for purposes of study or research."
In 1968 NLM filled approximately 120,000 requests by photocopying jour-
nal articles.

52

Defendant, the United States, conceded a prima facie case, i.e., that
plaintiff was the registered owner of the copyrights in the four journals
involved in the suit and that NIH and NLM had photocopied eight articles
from one or more of the journals. The United States based its case on
several defenses. Three of these are discussed only in the commissioner's
opinionO and are of some interest.

The United States first claimed that the Williams & Wilkins Company,

42. Id. at 1346.
43. Id. at 1347, 1349.
44. Id. at 1347.
45. 42 U.S.C. §§281-90 (1970).
46. 487 F.2d at 1347.
47. Id. at 1348. It appears that the $86,000 budgeted for photocopying exceeded the

$85,000 budgeted for the purchase of new journal materials. Id. at 1347.
48. Id. at 1348.
49. Act of Aug. 3, 1956, ch. 907, §1, 70 Stat. 960, amending 42 U.S.C. §275.
50. 487 F.2d at 1348.
51. Id. at 1348-49.
52. Id. at 1349.
53. Where possible, parallel citations to the commissioner's opinion will be given to those

portions of his opinion incorporated in Chief Judge Cowan's dissent.
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although the registered owner, was not the "proprietor" 5' and therefore
lacked standing because there had been no written assignment of the au-
thors' interests. This claim is of some historical interest because copyright
statutes, since the Statute of Anne, have contained a clause similar to the
English Statute of Frauds.5 The commissioner held that the plaintiff, as
the registered owner, was the proper party to bring suit and that the
defendant could not raise the rights of the authors."

A similar defense was that with respect to two of the journals involved,
Williams & Wilkins Company was not the real party in interest57 because
it merely acted as a contract publisher for two medical societies. The
government claimed that the two societies must be joined as parties-
plaintiff. The commissioner held, on the basis of the two publishing con-
tracts, that it was the intention of the parties that the publisher would be
the copyright proprietor.58

The other defense not discussed in the majority opinion is the claim that
the Public Health Service, of which both NIH and NLM are part, was
licensed to duplicate some of the articles because the research underlying
them had been financed by the Service. The Public Health Service charac-
terizes its research grants as "conditional gifts" in that the funds are
"gifts" but are subject to certain conditions set forth in policy statements
of the Service. Since July 1, 1965, the Service has reserved a royalty-free
license to reproduce those copyrighted articles that are based on research
supported by its grants." The commissioner found, however, that a pre-
vious policy statement, in effect when the articles involved in the suit were
submitted for publication, was expressly without reservation regarding
copyrights. Therefore, there was no license. 0

The first defense extensively discussed in both the opinion of the
commissioner and the full court was the contention that the word "copy"
in 17 U.S.C. §1(a) did not apply to books and periodicals. Defendant
claimed that books could be infringed by printing or reprinting but not by
mere copying. The defense appears to be grounded in the historical devel-
opment of the statutory copyright laws in the United States. Prior to 1909,
the statutes specified how copyrights in each class of work could be in-
fringed. Books were infringed by printing, reprinting or publishing while

54. 17 U.S.C. §101(b) provides that the proprietor may seek damages. Section 112 pro-
vides that "any party aggrieved" may seek an injunction. The Court of Claims only has
jurisdiction to award damages, 28 U.S.C. §1498 (1970).

55. 8 Anne, c. 21, §1 (1709) provides that no book shall be printed without the written
consent of the proprietor signed by two credible witnesses. A similar provision is found at 1
Stat. 124, ch. 15, §2 (1790). See also 17 U.S.C. §28 (1970).

56. 172 U.S.P.Q. at 674-76.
57. CT. CL. R. 24(a), the real party in interest rule.
58. 172 U.S.P.Q. at 677.
59. See 42 C.F.R. §52.23 (1974) for a later version of the same policy.
60. 172 U.S.P.Q. at 683-85.
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maps, photographs, and paintings were infringed by printing or copying."
The 1909 Act restructured the law. The proprietor's rights were all placed
in one section, section 1, and the classes of works were placed in another,
section 5. Infringement was not defined. The commissioner held that the
rights provided by the 1909 Act were worded, i.e., "print, reprint, publish,
copy and vend the copyrighted work," 2 so as to proscribe all forms of
"unauthorized duplication.'6 3 He then described the photocopying at the
two libraries as, in effect, amounting to printing, reprinting, and publish-
ing. 

4

The majority opinion of the full court expressed doubt that copyrights
in periodicals are infringed by copying. 5 While the majority did not rest
its decision on the copying-printing distinction, the court mentioned that
the distinction was a factor affecting their decision on "fair use."6 This
author submits that the majority gave too much credence to the claimed
distinction. Section 1(a) of Title 17 U.S.C. provides five exclusive rights
and section 5 lists fourteen categories of works. Indeed, the judicial frag-
mentation of five rights among fourteen categories would lead to utter
chaos.

One factor discussed in both opinions that might distinguish Williams
& Wilkins from other cases involving library photocopying is the existence
of 42 U.S.C. §276(4). This statute provides that NLM shall "make avail-
able, through loans, photographic or other copying procedures or other-
wise, such materials in the library. . . ." The United States contended
that the statute exempted NLM from the copyright laws. Neither the
commissioner nor the full courts held that there was an exemption be-
cause there was no express indication that Congress so intended. The full
court did, however, consider the statute in holding that the photocopying
was a "fair use." 9

Ell. FAro USE

The doctrine of "fair use" has been developed by the courts to prevent
the harshness that would result from a strict enforcement of the seemingly
exclusive and absolute rights granted by the copyright statutes. "Fair use"
has been variously defined as: (1) "A privilege in others than the copyright
holder to use the copyrighted material in a reasonable manner without his

61. Act of July 8, 1870, ch. 230, §§99,100, 16 Stat. 214.
62. 17 U.S.C. §1(a) (1970).
63. 172 U.S.P.Q. at 677; 487 F.2d at 1375.
64. 172 U.S.P.Q. at 678; 487 F.2d at 1376-77. See also Chief Judge Cowan's dissent at 487

F.2d 1364-65.
65. 487 F.2d at 1350-52, 1359.
66. Id. at 1359.
67. 172 U.S.P.Q. at 685; 487 F.2d at 1383.
68. 487 F.2d at 1356.
69. Id.
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consent;"70 (2) a technical infringement which is excused;7 (3) no infringe-
ment;"2 (4) a doctrine to promote the constitutional basis of the copyright
laws;73 (5) the right to use an author's theme or idea but not its expres-
sion;7' (6) implied consent. 5 The doctrine has been properly described as
"the most troublesome in the whole law of copyright."0 Despite the defini-
tional and conceptual variations, courts had developed four basic and
interrelated guidelines to assist them in determining what is or is not a
"fair use" in various factual situations: (1) The amount and substantiality
of the material used in relation to the copyrighted work as a whole; (2) the
purpose of the use; (3) the nature of the copyrighted work; (4) the effect
of the use on the owner's potential market for his work.77

In Williams & Wilkins, the commissioner listed the four factors to be
considered and held the "use" not "fair:"

Defendant's photocopying is wholesale copying and meets none of the
criteria for "fair use." The photocopies are exact duplicates of the original
articles; are intended to be substitutes for, and serve the same purpose as,
the original articles; and serve to diminish plaintiffs potential market for
the original articles since the photocopies are made at the request of, and
for the benefit of, the very persons who constitute plaintiff's market.7

The full court, stating the same four criteria,7' reversed and held the
photocopying to be a "fair use."

The court approached the case as one involving a total copy"° and
quickly dispelled the suggestion that a total copy could not be a "fair use"
as an overbroad generalization unsupported by the precedents." Thus, the
"amount" criterion was not a primary factor in the court's decision. The

70. This is the definition most often given for "fair use" and is taken from BA.L, THE LAW
OF COPYRIGHT AND LrrERA PROPERTY 260 (1944).

71. Holdredge v. Knight Publishing Corp., 214 F. Supp. 921, 924 (S.D. Cal, 1963).
72. Eisenschiml v. Fawcett Pub., Inc., 246 F.2d 598, 604 (7th Cir.), cert. denied, 355 U.S.

907 (1957).
73. Rosemont Enterprises, Inc. v. Random House, Inc., 366 F.2d 303, 307 (2d Cir. 1966),

cert. denied, 385 U.S. 1009 (1967).
74. Bradbury v. Columbia Broadcasting Systems, Inc., 287 F.2d 478, 485 (9th Cir. 1961),

cert. denied, 368 U.S. 801 (1962).
75. Henry Holt & Co. v. Liggett & Myers Tobacco Co., 23 F. Supp. 302, 304 (E.D. Pa.

1938).
76. Dellar v. Samuel Goldwyn, Inc., 104 F.2d 661, 662 (2d Cir. 1939).
77. 487 F.2d at 1352.
78. 172 U.S.P.Q. at 679; 487 F.2d at 1378.
79. 487 F.2d at 1352.
80. Id. at 1349 n. 6; 17 U.S.C. §3 (1970) protects all copyrightable components of a

copyrighted work:
The copyright upon composite works or periodicals shall give to the proprietor
thereof all the rights in respect thereto which he would have if each part were
individually copyrighted under this title.

81. 487 F.2d at 1353.

14071975]



MERCER LAW REVIEW

court expressly stated that all the criteria for "fair use" were considered
and that its decision was based on a combination of all four factors rather
than on any particular one. 2

The court's analysis begins with the proposition that a scholar is permit-
ted to make a handwritten copy of an entire copyrighted article for his own
use. The court intimated that photocopying is, in effect, very similar to,
although less burdensome than, hand copying. 3 The court took notice of
the fact that there has been photocopying since the passage of the 1909 Act
and that it had never before been the subject of complaint.8' The court
cited instances of past photocopying by the Library of Congress, 5 by
judges," and copying done pursuant to the "gentlemen's agreement."87

A major factor in the court's decision was that the photocopying had
been done by non-profit organizations in the interest of science.8 The court
was of the opinion that more "use" is allowed in such situations8 because
the "use" furthers the constitutional purpose of copyright, to promote the
advancement of science."0 The court flatly stated that the progress of medi-
cal science would be injured if the photocopying at NIH and NLM were
stopped.8

The court balanced the predicted injury to science against what it
viewed as the lack of harm the photocopying had caused the plaintiff. The
evidence showed that during the relevant time period the plaintiff's busi-
ness had increased faster than both the gross national product and the
growth of manpower in the field of medical science. 2 Thus, the court held,
the plaintiff had not met his burden of showing financial detriment, 3 and
likewise had not met his burden of showing that the "use" was not "fair.""

To bolster its decision, the majority quoted from a 1967 committee re-
port of a proposed, but not enacted, revision of the copyright laws" and
named several countries, other than the United States, where the copy-
right laws expressly permit photocopying practices similar to that of NIH
and NLM. 8

82. Id. at 1362.
83. Id. at 1350.
84. Id. at 1355.
85. Id. at 1351.
86. Id. at 1353.
87. 487 F.2d at 1355-56. See text accompanying note 51 supra.
88. 487 F.2d at 1354.
89. Id.
90. Id. at 1352. See note 25 supra. U.S. CONST. ART. I, §8, cl. 8.
91. Id. at 1354, 1359.
92. Id. at 1357-59. But see Judge Nichols' dissent: "Why not a comparison with the growth

of the national debt? Or the total gate receipts of the National Football League?" 487 F.2d
at 1388.

93. Id. at 1359.
94. Id. at 1362.
96. Id. at 1361; H. R. RaP. No. 83, 90th CONG., 1sT SEss. (1967).
96. 487 F.2d at 1362.
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This author respectfully submits that the Court of Claims misapplied
the doctrine of "fair use" in the Williams & Wilkins Co. case. Initially,
there are two minor considerations. First, if "fair use" is to be considered
a defense, it would appear that the burden of showing a "fair use" would
be more properly placed on the defendant. Second, the copyright laws do
not require a plaintiff to demonstrate that he has been damaged in order
to recover in an infringement action." Minimum statutory damages are
provided. 8 A plaintiff is only required to show that he is the registered
owner and that his registered material has been copied."

An analysis of "fair use" must begin with three propositions. First, a
copyright, unlike a patent, does not give the proprietor the exclusive right
to use his protected material. 1" Second, not all copying constitutes an in-
fringement; only that copying which is "substantial."10' Third, the quanti-
tative amount of copying is not usually the sole criterion used in determin-
ing what copying is, or is not, "substantial." It is the position of this writer
that the doctrine of "fair use" was developed to assist the courts in deter-
mining whether or not a particular instance of copying is "substantial" and
therefore an infringement. Thus, a "fair use" is the converse of a "substan-
tial" copy. Under this theory, "fair use" would be more appropriately
called "fair copying," and, there could not ordinarily be a "fair use" in a
total, verbatim copy simply because nothing could be more "substantial"
than totality. On the other hand, a less than total copy may or may not
be "substantial" depending on a determination of whether or not that
copying is or is not a "fair use."

This theory that "fair use" was developed to assist the courts in deter-
mining whether a "substantial," thus infringing, copy has been made, is
not without formidable detractors. 102 Nevertheless, this writer will attempt
to trace the development of "fair use" and demonstrate the validity of his
position.

"Fair use" apparently began as "fair abridgment" and "fair quotation."
The early English case of Gyles v. Wilcox'0 set forth the rule that a true
abridgment of a copyrighted work is not an infringement of that work but
is itself original. Thereafter, in abridgment cases the issue to be decided
was whether there had been a true and fair abridgment or whether the work
abridged had been only colorably shortened.' One of the most widely cited

97. Wihtol v. Crowe, 309 F.2d 777, 782 (8th Cir. 1962); Towle v. Ross, 32 F. Supp. 125,
128 (D. Ore. 1940).
98. 17 U.S.C. §101(b) (1970). See note 143 infra.
99. M. Nimoma, NmimxR ON COPYIGHT §141 (1973).
100. Baker v. Selden, 101 U.S. 99 (1879).
101. Perris v. Hexamer, 99 U.S. 674 (1878).
102. See M. Nnaimmm, Nnmmnox ON CoPYRIGHr §145 at 644; H. Crossland, The Rise and Fall

of Fair Use, 20 S. CAR. L. REv. 153, 167 (1968); S. Cohen, Fair Use in the Law of Copyright,
6 ASCAP CoPYRIGHr LAW Synosum 43, 46 (1955).

103. 26 Eng. Rep. 489; 27 Eng. Rep. 682 (Ch. 1740).
104. See Story v. Holcombe, 23 F. Cas. 171 (No. 13, 497) (C.C. D. Ohio 1847).

140919751



MERCER LAW REVIEW

English "quotation" cases is Wilkens v. Aiken'05 in which it was stated:

There is no doubt, that a man cannot, under the guise of quotation,
publish either the whole or a part of an author's book, though he may use,
what in all cases is difficult to define, fair quotation.'"

The early American case of Folsom v. Marsh'017 faced the issue of whether
one book made a justifiable use' 8 of another and stated:

So, in cases of copyright, it is often exceedingly obvious that the whole
substance of one work has been copied from another, with slight omissions
and formal differences only, which can be treated in no other way than as
studied evasions; whereas, in other cases, the identity of the two works in
substance, and the question of piracy, often depend upon a nice balance
of the comparative use made in one of the materials of the other; the
nature, extent, and value of the materials thus used; the objects of each
work; and the degree to which each writer may be fairly presumed to have
resorted to the same common sources of information, or to have exercised
the same common diligence in the selection and arrangement of the mate-
rials. 1

The first American case to mention the term "fair use" was Lawrence v.
Dana."" As mentioned therein, the term appears to be used as a substitute
for, and a combination of "fair abridgment" and "fair quotation."' The
court quoted the criteria listed by Judge Story in Folsom v. Marsh"' and
held that since it was obvious that the copyright had been infringed, "fair
use" could not be a legal defense. 13 Thus, when presented with a particular
instance of copying, courts in the early cases determined whether the copy-
ing was "substantial" or whether it was a "fair use," by, in essence, weigh-
ing (1) the amount and value of the portion copied; (2) the purpose of the
use; (3) the nature of the copyrighted work; and (4) the effect on the
owner's market."4 However, when an instance of copying was obviously

105. Wilkens v. Aiken, 34 Eng. Rep. 163 (Ch. 1810).
106. Id. at 164.
107. 9 F. Cas. 342 (No. 4,901) (D. Mass. 1841).
108. Id. at 348.
109. Id. at 344. Note the similarity between the factors listed in Folsom v. Marsh and the

factors for "fair use" listed by the commissioner and the Court of Claims in the text accompa-
nying note 77 supra.

110. 15 F. Cas. 26 (No. 8, 136) (D. Mass. 1869).
111. Id. at 59-60.
112. See text accompanying note 109 supra.
113. 15 F. Cas. at 60.
114. M. NiMm, NIMmER ON COPYFUGHT §145, at 646 (1973) takes the position that the

most important factor in "fair use" is whether the copying work would tend to diminish the
potential sale of the work copied. The test stated is whether the two works perform the same
function. This theory is illustrated by Karll v. Curtis Pub. Co., 39 F. Supp. 836 (E.D. Wis.
1941) where a magazine article on the Green Bay Packers quoted the chorus lyrics of the
copyrighted official team song. The court considered the copying "incidental" and "illustra-
tive." The court also noted that only the lyrics had been copied and not the music.
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quantitatively and qualitatively substantial, there was no need to consider
the other three factors. Thus, since a total copy is the ultimate "substan-
tial" copy, the "fair use" defense is limited by totality. This writer con-
tends that this theory of "fair use" places the doctrine in its proper setting
in copyright law and is responsible for the often quoted rule that a "sub-
stantial" copy is not a "fair use." Language supporting this theory, that
"fair use" is the antithesis of a "substantial" copy, can be found in courts
of appeal decisions: Nichols v. Universal Pictures Corp. ;"' Sheldon v.
Metro-Goldwyn Corp.;"' and Rosemont Enterprises, Inc. v. Random
House, Inc."7 from the Second Circuit; Becker v. Loew's Inc.;", Toksvig
v. Bruce Publishing Co. ;"' and Eisenschiml v. Fawcett Publications, Inc. 120

from the Seventh Circuit; Wihtol v. Crowe'21 from the Eighth Circuit; Leon
v. Pacific Telephone & Telegraph Co. ; 12 and Benny v. Loew's, Inc.'2 from
the Ninth Circuit; and Public Affairs Associates, Inc. v. Rickover"2 , from

115. Then the question is whether the part so taken is "substantial"; and
therefore not a "fair use" of the copyrighted work; it is the same question as arises
in the case of any other copyrighted work. 45 F.2d 119, 121 (2d Cir. 1930), cert.
denied, 282 U.S. 902 (1931).

116. [I]t is enough that substantial parts were lifted, no plagarist can excuse
the wrong by showing how much of his work he did not pirate. 81 F.2d 49, 56 (2d
Cir. 1936), cert. denied, 298 U.S. 669 (1963).

117. The fair use privilege is based on the concept of reasonableness and exten-
sive verbatim copying or paraphrasing of material set down by another cannot
satisfy that standard. 366 F.2d 303, 310 (2d Cir. 1966), cert. denied, 385 U.S. 1009
(1967).

118. Two tests have been used by the courts to determine whether infringement
has occurred, namely, did defendant actually use the plaintiff's work, and if so, was
there such similarity between the two works as to constitute an unfair use? 133 F.2d
889, 892 (7th Cir.), cert. denied, 319 U.S. 772 (1943).

119. In other words, the test is whether the one charged with the infringement
has made an independent production, or made a substantial and unfair use of the
complainant's work. 181 F.2d 664, 667 (7th Cir. 1950).

120. The court affirmed the Master's finding that the defendant's copying was not sub-
stantial and was therefore a "fair use." 246 F.2d 598, 603-04 (7th Cir.), cert. denied, 355 U.S.
907 (1957).

121. [I]t is not conceivable to us that the copying of all, or substantially all,
of a copyrighted song can be held to be a 'fair use' merely because the infringer had
no intent to infringe. 309 F.2d 777, 780 (8th Cir. 1962).

122. Counsel have not disclosed a single authority, nor have we been able to find
one, which lends any support to the proposition that wholesale copying and publica-
tion of copyrighted material can ever be fair use. 91 F.2d 484, 486 (9th Cir. 1937).

123. [I]t is generally held that if he appropriates the fruits of another's labors,
without alteration and without independent reserach, he violates the rights of the
copyright owner. 239 F.2d 532, 536 (9th Cir. 1956), aff'd per curiam by an equally
divided court, sub nor. Columbia Broadcasting System, Inc. v. Loew's, Inc., 356
U.S. 43 (1958).

124. The publication of a work consisting in substantial part of quotations from
another copyrighted work is not permitted under the theory of fair use. 284 F.2d
262, 272 (D.C.Cir. 1960), vacated for insuff. record, 369 U.S. 111 (1962).
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the District of Columbia Circuit. The Sixth Circuit apparently also follows
this theory because it stated that the same rules were applicable to finding
an infringement and finding a "fair use."' ' This author submits that a
recognition that "fair use" is to be used in determining whether or not
copying is substantial, and therefore, infringing, places the doctrine in its
proper historical setting and eliminates much of the mystery and confusion
surrounding its application.

Courts that have addressed the issue of the amount of copying as it
relates to infringement have done so, not in the context that a substantial
amount of copying is to be excused, but rather that copying does not have
to be quantitatively substantial to be an infringement.'

The Court of Claims in Williams & Wilkins dismissed the argument that
a total copy cannot be a "fair use" as "an overbroad generalization unsup-
ported by the decisions and rejected by years of accepted practice.' ' 7 In a
footnote,1 21 the court distinguished two cases by the fact that they involved
actual publication and distribution of copies.'" The court then distin-
guished Wihtol v. Crowe,'3 ' a case involving a choir director duplicating a
copyrighted song for his choir, stating: "It was as if the defendant had
purchased one copy of sheet music and then duplicated it for an entire
chorus."' 3 ' This writer submits that NIH and NLM were doing exactly the
same thing, except NIH was duplicating to fill employee requests and
NLM was duplicating for public and private organizations.

The Court of Claims relied on New York Tribune, Inc. v. Otis & Co. 32

as authority for the proposition that a total copy can be a "fair use."' 3 In
Otis, the newspaper contended that the defendant had infringed its copy-
right by duplicating the masthead from its editorial page and one editorial.
The defendant moved for summary judgment claiming "fair use" and his
motion was denied. The Otis court held that the determination of "fair
use" is better left to the trial judge."3 It appears, then, that the Court of
Claims has negligible authority for its holding that a total copy is a "fair
use."

125. Matthews Conveyor Co. v. Palmer-Bee Co., 135 F.2d 73 (6th Cir. 1943). The court
cited Folsom v. Marsh (see text accompanying note 109 supra) and then stated: "Like rules
are applicable to the so-called fair use ... " Id. at 85.

126. See Henry Holt & Co. v. Liggett & Myers Tobacco Co., 23 F. Supp. 302 (E.D. Pa.
1938), and cases cited therein. In Holt, the copying of three sentences from a book of several
hundred pages was held to be a substantial copy and not a "fair use."

127. 487 F.2d at 1353.
128. Id. n. 12.
129. The two cases are Leon v. Pacific Tel. & Tel. Co., 91 F.2d 484 (9th Cir. 1937) and

Public Affairs Associates, Inc. v. Rickover, 284 F.2d 262 (D.C. Cir. 1960), vacated for insuff.
record, 369 U.S. 111 (1962).

130. 309 F.2d 777 (8th Cir. 1962).
131. 487 F.2d at 1353 n. 12.
132. 39 F. Supp. 67 (S.D.N.Y. 1941).
133. 487 F.2d at 1353 n. 12.
134. 39 F. Supp. at 68.
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The other factors involved in a determination of "fair use" will not be
discussed because it does not appear that the Court of Claims fully dis-
cussed them, and because this writer would only agree with the commis-
sioner's concise statement previously included.'" However, further consid-
eration will be given to several other factors on which the court based its
holding.38

There is no authority for the court's proposition that scholars can make
handwritten verbatim copies of copyrighted material for their own use.'37

It could be that erstwhile scholars, if they do indeed make such copies,
have never been caught. In addition, it appears that the publishers organi-
zation which executed the 1935 "gentlemen's agreement" with the libraries
is now defunct, and that even in 1935 neither William & Wilkins Co. nor
any other publisher of periodicals was a party to the agreement.'N Further-
more, the Library of Congress, cited as an example by the majority, will
not photocopy copyrighted material without the copyright holder's permis-
sion."'

Overall, the court generally failed to differentiate between copying that
is permitted by a copyright holder, which is his personal privilege, and a
"fair use," which is copying that a court, and not a proprietor, permits. It
does not follow that if several publishers do not complain of photocopying
that all photocopying is necessarily a "fair use." A privately permitted use
is not a "fair use" because "fair use" is a legal term of art, and the permit-
ted use would never reach court. If a previously permitted use were to be
the subject of a suit, the proper defense would probably be estoppel or
abandonment instead of "fair use."

An additional consideration is the furtherance of the constitutional pur-
pose of copyright laws. The framers of the Constitution empowered Con-
gress to promote science by giving authors exclusive rights in their writ-
ings."' The economic philosophy behind the constitutional authorization
is the determination that authors will be encouraged to publish their works
and thereby promote the public welfare if the authors are given a monopoly
in their material."' Thus, the method by which science is to be promoted
has already been selected. If the courts, in the name of "fair use," allow

135. See text accompanying note 78 supra. For a discussion of the factors involved in "fair
use," see generally, S. Cohen, Fair Use in the Law of Copyright, 6 ASCAP CoPYEUGir
Sympostu 43 (1955).

136. See text accompanying notes 83-90 supra.
137. M. NiMMzR, NtmuEa ON COPYRIGtrr §145 at p. 654 (1973).
138. 172 U.S.P.Q. at 681; 487 F.2d at 1380.
139. 172 U.S.P.Q. at 679 n. 11; 487 F.2d at 1378 n. 11; the library maintains photocopying

machines which readers may use, 487 F.2d at 1355 n. 16.
140. U.S. CONST. ART. I, §8, cl. 8. See note 25 supra.
141. If to that extent a grant of monopoly is thought a proper way to secure the

right to the writings this court cannot say that Congress was wrong. Kalem Co. v.
Harper Bros., 222 U.S. 55, 63 (1911).

See also Goldstein v. California, 412 U.S. 546, 555 (1973); NimmER ON COPYRIGHT §3.1 (1974).
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copyrights in scienctific publications to be infringed by total verbatim
copies, does anything remain of either the constitutional purpose or the
copyright laws? It stands to reason that without the economic rewards of
copyright protection there may soon be no privately published medical
journals for the government to copy.

IV. MINIMUM STATUTORY DAMAGES, 17 U.S.C. §101(B)

The Williams & Wilkins case may be viewed as an instance of the United
States Government running roughshod over a small publishing company.
In another light, it could be viewed as a "power play" by the publishing
company to collect copying royalties' using $250 minimum statutory
damages"' as leverage. Wihtol v. Crowe'" domonstrates the ploy. There, a
choir director purchased 25 copies of the song, "My God and I," and made
a new arrangement for the use of his choirs at church and school. He made
48 copies of his new arrangement and sent one to the publisher. In return,
he received a letter accusing him of copyright infringement and demanding
the $250 minimum statutory damages. The publisher did, however, state
that he did not want to press criminal charges which could result in one
year in jail and a $1,000 fine.'" The choir director refused, won in the lower
court on "fair use,""' but on appeal the decision was reversed with statu-
tory damages and attorney's fees" ' mandated.'

There is no indication in the reports on Williams & Wilkins as to the
amount of damages sought. However, it can be assumed from the court's
finding that the company had not been financially harmed,'" that plaintiff
requested minimum statutory damages of $250 for each of the eight arti-
cles. Although $2,000 for copying eight articles does seem exorbitant, in
addition, there was evidence that NIH made photocopies of 93,000 articles
in 1970111 and that NLM copied 120,000 articles in 1968.11 Assuming that
rate of copying to have remained the same over the three year statute of
limitations, " at $250 per infringement, even the most stoic of judges would
have to balk, at least subconsciously, at exposing the government to such

142. Williams & Wilkins Co. proposed a licensing agreement. 487 F.2d at 1360.
143. 17 U.S.C. §101(b) (1970) provides in part:
[Or in lieu of actual damages and profits, such damages as to the court shall
appear just . . . and such damages shall in no other case exceed the sum of $5,000
nor be less than $250, and shall not be regarded as a penalty.

144. 309 F.2d 777 (8th Cir. 1962).
145. 17 U.S.C. §104 (1970).
146. 199 F. Supp. 682 (S.D. Iowa, 1961), rev'd., 309 F.2d 777 (8th Cir. 1962).
147. 17 U.S.C. §116 (1970).
148. Wihtol v. Crowe, 309 F.2d 777 (8th Cir. 1962).
149. See text accompanying note 92 supra.
150. $250 x 8 = $2000.
151. 487 F.2d at 1348.
152. Id. at 1349.
153. 17 U.S.C.A. §115(b) (Supp. 1975).
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incredible potential liabilityM just to compensate the plaintiff for eight
photocopies. Of course, there is no evidenceof this factor in the court's
opinion, but it must have been at least an underlying element.

In this writer's view, the real culprit in the Williams & Wilkins case was
neither NIH, NLM, the Court of Claims, "fair use," nor the makers of
photocopying devices, but rather the provision for minimum statutory
damages. This, in turn, illustrates the great need for revision of the copy-
right laws. Congress must make some express provision in the law which
will enable libraries and scholars to make use of photocopying devices, yet,
at the same time, will insure that publishers and authors will be rewarded
for their efforts. 15 5 Without such a new law, the courts will be compelled
to choose between an award of $250 per infringement and finding some
theory on which to excuse the photocopying. Neither choice is equitable.

The law has not heard the last of library photocopying. The Williams &
Wilkins case itself has recently been accepted for review by the Supreme
Court.' Perhaps the opinion of the Court of Claims will be adopted by the
high court, and, perhaps not. Nevertheless, the United States Court of
Claims has now been initiated into the fascinating, and often frustrating,
realm of copyright law.'57

SAMUAL A. WILSON, JR.

154. (93,000 + 120,000) x 3 yr x $250, each = $159,750,000. This figure is at most a wild
guess.

115. For a discussion and analysis of several proposals, see A. MacLean, Education and
Copyright Law: An Analysis of the Amended Copyright Revision Bill and Proposals for
Statutory Licensing and a Clearinghouse System, 20 ASCAP COPYRIGHT LAw Symposium 1
(1972).

156. 417 U.S. 907 (1974).
157. And so have I.
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